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I. INTRODUCTION 
The “nonobviousness” standard determines how much an invention 

must differ from the prior art in order to qualify for a patent.1 In theory, 
this standard prevents issuance of patents on inventions that, although 
new, are so close to the prior art that they are likely to be forthcoming 
even without patent incentives.2 Section 103 of the Patent Act articulates 
the basic standard as follows: 

                                                                                                                         
 ©. 2004 Rebecca S. Eisenberg 
 †.  Robert & Barbara Luciano Professor of Law, University of Michigan Law 
School. I am grateful to Marty Adelman, Robert Cook-Deegan, Rochelle Dreyfuss, John 
Duffy, Stephen Kunin, Mark Lemley, Ronald Mann, Ted Parson, Bhaven Sampat, James 
Toupin, and participants in Ideas into Action: Implementing Reform of the Patent System 
for helpful comments and suggestions. 
 1. Many legal scholars have written about the nonobviousness standard. See Martin 
J. Adelman, The New World of Patents Created by the Court of Appeals for the Federal 
Circuit, 20 U. MICH. J.L. REFORM 979 (1987); John H. Barton, Non-Obviousness, 43 
IDEA 475 (2003); Edmund W. Kitch, Graham v. John Deere Co.: New Standards for 
Patents, 1966 SUP. CT. REV. 293; Glynn S. Lunney, Jr., E-Obviousness, 7 MICH. 
TELECOMM. & TECH. L. REV. 363 (2000-01); Robert P. Merges, Commercial Success and 
Patent Standards: Perspectives on Innovation, 76 CALIF. L. REV. 805 (1988); Robert P. 
Merges, Uncertainty and the Standard of Patentability, 7 HIGH TECH. L.J. 1 (1993); Cecil 
D. Quillen, Jr., Proposal for the Simplification and Reform of the United States Patent 
System, 21 AIPLA Q.J. 189 (1993). 
 2. Graham v. John Deere Co., 383 U.S. 1, 11 (1965) (“The inherent problem was to 
develop some means of weeding out those inventions which would not be disclosed or 
devised but for the inducement of a patent.”); see also Kitch, supra note 1, at 301 (“The 
non-obviousness test makes an effort, necessarily an awkward one, to sort out those in-
novations that would not be developed absent a patent system.”). Lunney writes:  

Ideally, under this view, a patent should be given for an invention only 
if the invention would not have been developed but for the patent. If the 
claimed invention would have been developed, commercialized, and 


