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designed post-grant process would improve patent quality, reduce the cost 
of confirming patentability, and increase efficiency. Such a transformation 
would result in a more predictable, reliable, and timely confirmation of 
patentability.   

This Article proposes a new post-grant review process based on the 
experience of the United States Patent and Trademark Office (USPTO) 
with inter partes reexamination to date. The proposal looks to and adopts 
aspects of the USPTO’s 21st Century Strategic Plan,1 as well as com-
ments received by the USPTO during its Round Table Meeting on The 
Equities of Inter Partes Reexamination Proceedings (“Inter Partes Round 
Table”) held in February of 2004,2 and related comments from the Na-
tional Research Council.3 As a result, the proposed post-grant review proc-
ess would require a prima facie case of unpatentability for initiation. Pro-
ceedings would be bifurcated into those initiated within one year from 
patent grant or reissue and those initiated later. Proceedings initiated 
within the first year would have a lower fee, be available to anyone, allow 
consideration of any issue of patentability, and limit estoppel to issues ac-
tually raised. In contrast, proceedings requested after the first year would 
have a higher fee, be available only to parties with a significant economic 
or proprietary interest in the validity of a patent, and apply estoppel to any 
issue raised or that could have been raised. Overall, the procedure would 
require total electronic conveyance and maintenance of records, be con-
ducted at a newly nominated Board of Patent Adjudication (“BPA”) by a 
panel of three administrative patent judges (APJs), and have limited forms 
of discovery. 

Parts II and III, respectively, of this Article review the current state of 
post-grant review and discuss the policy goals driving the proposal. Part 

                                                                                                                                                
 1. The 21st Century Strategic Plan identified the need for applicants and the 
USPTO to share responsibility in the patent process. One action the plan identified was to 
“[m]ake patents more reliable by proposing amendments to patent laws to improve a 
post-grant review of patents.” USPTO, THE 21ST CENTURY STRATEGIC PLAN 13 (2003) 
[hereinafter USPTO PLAN], available at http://www.uspto.gov/web/offices/com/strat21/-
stratplan_03feb2003.pdf.  
 2. USPTO, Round Table Meeting: The Equities Of Inter Partes Reexamination 
Proceedings (Feb. 17, 2004) [hereinafter Inter Partes Round Table] (commenting on the 
USPTO’s inter partes experience to date and making recommendations for a reexamina-
tion procedure), available at http://www.uspto.gov/web/offices/pac/dapp/opla/comments-
/reexamproceed/round_tbl_transcript.pdf. 
 3. NAT’L ACAD. OF SCIS., A PATENT SYSTEM FOR THE 21ST CENTURY (Stephen A. 
Merrill et al. eds., forthcoming 2004) [hereinafter NAS STUDY], available at http://www.-
nap.edu/books/0309089107/html. 
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where one party produced an affidavit supporting patentability, the other 
party might be granted an opportunity to cross-examine the affiant by way 
of a deposition. If warranted, a party could also compel the production of 
evidence at issue but not in the record. An APJ would not necessarily be 
present at such proceedings, but such a proceeding would require approval 
of the APJs. Furthermore, the role of the USPTO in a post-grant review 
process would be limited to adjudication. The third party and patent owner 
would present the issues to be resolved in briefs before the BPA. 

8. Nature of Evidentiary Showing 

Reasonable challenges must be encouraged to effectively quiet title. 
Ultimately, the outcome of a post-grant review proceeding depends upon 
the burden of evidence. The policy of testing the patentability of a patent’s 
claims and reaching a predictable, reliable resolution in a timely fashion 
argue for a deliberate lowering of the evidentiary threshold to a prepon-
derance standard during the first year following grant. In addition, there 
would not be a statutory presumption of validity. This lowering of the evi-
dentiary threshold would greatly encourage early filing of a post-grant re-
view proceeding.42 Claims still in effect after the first year following grant 
would be more rigorous and reliable. 

9. Amendment of Claims in Review Proceeding 

Fairness compels offering the patentee some form of amendment op-
portunity in response to the challenges of unpatentability. However, this is 
offset by the need for timeliness and minimization of abuse. A suggested 
balance would require the requestor of a post-grant review proceeding to 
set forth all arguments at the initiation of the proceeding, with additional 
issues introduced only for good cause at later time. In turn, the patent 
owner would be afforded one opportunity to amend the claims in the re-
sponse to the issues set out by the requestor. Amendments after the initial 
response, if permitted, would only be allowed for good cause. This would 
settle the claims at issue rapidly and eliminate the potential for harassing 
iterative amendments and arguments. Should the owner need to further 
amend claims, the avenue of filing for reissue would remain available. 

                                                                                                                                                
be swayed by an affidavit even though the affiant’s knowledge, qualifi-
cations, and skills have not been tested through a cross-examination 
process. In a later civil action, the third-party requester may be es-
topped from challenging the conclusions of the affiant. 

Id., supra note 2, at 16-17 (remarks by Collin Webb, Esq., CNH America and American 
Bar Association Subcommittee for Patent Reexamination and Opposition). 
 42. See id. at 25 (remarks by Beth Weimer, Esq., Morgan, Lewis & Bockius LLP). 
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10.  Settlement 

In the interest of timeliness and efficiency, the post-grant review pro-
ceeding would be terminated based upon a proposed settlement by the pat-
ent owner in the nature of uncontested proposed amendments. The ab-
sence of an examination within the post-grant proceeding would likely re-
sult in the owner implementing the settlement by filing separately for reis-
sue. Third party acquiescence would obviate involvement by the third 
party in the follow on reissue, and would apply the rigors of substantive 
examination to the proposed changes. 

11. Judicial Review 

A party seeking to overturn an adverse decision in a post-grant review 
proceeding would first request reconsideration by the Board of Patent Ad-
judication after pointing out alleged errors or interpretive differences. 
Should the Board issue an adverse decision after reconsideration, recourse 
could be had, as with existing law, to the Court of Appeals for the Federal 
Circuit.  

12. Relation to Other Post-Grant Proceedings 

While possible, the USPTO would generally disallow merger of post-
grant review proceedings with other related proceedings, such as ex parte 
reexamination or reissue. The USPTO would likely stay any such related 
proceedings until the termination of the post-grant review to retain special 
dispatch within the post-grant review and to minimize the administrative 
burden in managing all such related proceedings.  

V. SPECIFIC LEGISLATIVE PROPOSALS FOR 
IMPLEMENTATION 

Inter partes reexamination law is codified at 35 U.S.C. §§ 311-318. 
The following proposals would affect the necessary legislative changes to 
metamorphose inter partes reexamination into a post-grant review system. 

Section 311 would be amended to bifurcate the “any time” provision 
into separate time periods for each of two separate procedures.43 A contin-
ued limited post-grant review procedure could be initiated more than one 
year after patent grant or reissue, whereas a more robust review proceed-
ing would be available within one year from date of patent grant review. 
The fee requested in the first year would be less than that requested after 
one year, and the issue and collateral estoppel preclusion provisions would 
                                                                                                                                                
 43. See 35 U.S.C. § 311 (2000) (“Any third party requester at any time may file a 
request for inter partes reexamination by the office of a patent. . . .”) (emphasis added). 
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be reduced in scope for the post-grant proceeding requested within the 
first year. The criteria for challenging patentability would be expanded in 
post-grant review proceedings to allow all issues related to patentability to 
be contested.44 The real party in interest requirement would remain.45 

Section 312 would change the standard for ordering an inter partes 
proceeding from a substantial new question of patentability to prima facie 
unpatentability of at least one patent claim.46 Should the USPTO decide 
not to order an inter partes proceeding, the decision would be final and not 
open to appeal.47 

Section 313 would restrict the scope of a post-grant inter partes pro-
ceeding to the challenged claims, although the post-grant proceeding could 
be ordered on a single claim.48  

Section 314 would assign post-grant inter partes proceedings to the 
Board of Patent Adjudication conducted by panels of three APJs.49 The 
requirement for special dispatch would remain.50 The inter partes proceed-
ings would allow for limited amounts of discovery to be carefully man-
aged by the APJs. The limited nature of administrative patent proceedings 
would suggest that trial type proceedings between two opposing parties 
would not be permitted. An administrative patent judge must grant mo-
tions for specific discovery requests. 

BPA control over the proceeding would eliminate reference to exami-
nation under 35 U.S.C. §§ 132 and 133.51 An opportunity for a single 
amendment would be provided, which, as with reexamination in general, 
could not enlarge the scope of the claims.52 The third party would be given 
two months to respond following a patent owner’s reply to any communi-
cation in the proceeding.53 
                                                                                                                                                
 44. See id. § 301(a) (currently allowing inter partes reexamination based on “any 
prior art cited under the provision of section 301”). 
 45.  See id. § 301(b)(1) (currently requiring identity of the real part of interest). 
 46. See id. § 302 (currently stating that the standard is whether “a substantial new 
question of patentability affecting any claim if the patent concerned is raised by the re-
quest”). 
 47.  See id. § 302(c) (determination by Director is final and non-appealable). 
 48. See id. § 313 (currently restricting scope to the determination of the substantial 
new question of patentability affecting a claim of a patent). 
 49. See id. § 314 (currently allowing the Director to establish regulations for reex-
amination per 35 U.S.C. § 132(b)). 
 50. See id. § 314(c) (“Special dispatch.”). 
 51. See id. § 314(a) (referencing 35 U.S.C. §§ 132 and 133). 
 52. See id. § 314(a) (currently permitting amendment that would not enlarge the 
scope of the patent). 
 53. See id. § 314(b)(a) (currently requiring response within thirty days of patent 
owner’s response). 
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Section 315 would limit appeals to the Court of Appeals for the Fed-
eral Circuit.54 

Section 316 would remain the same, 55 while Section 317 would pro-
hibit initiating other reexaminations to ensure special dispatch.56 Similarly, 
section 317 would proscribe merger with other proceedings to avoid 
enlarging the scope of issues and the provision relating to unavailable 
prior art would be eliminated.57 

Section 318 would allow the USPTO to stay post-grant review pro-
ceedings where warranted in the interests of justice.58 Settlements would 
be permitted to resolve issues expeditiously. The USPTO would still retain 
the authority for Director ordered reexaminations if issues remained after 
any such settlement.  

Eligibility for patents subject to post-grant review proceedings would 
include all patents in force at the date of implementation.59 However, pat-
ents one year or more past grant date would be subject to the second tier 
fee and issue preclusion effect. There would not be a transition provision 
permitting requestors to enjoy the benefits of the lower fee and issue pre-
clusion features for patents that were more than one year old as of the new 
law’s effective date. 

                                                                                                                                                
 54.  See id. § 315 (referencing ability to appeal  to Board of Patent Appeals and In-
terferences as well as the United States Federal District Court for the District of Colum-
bia). 
 55. See id. § 316(a) (currently requiring the Director to issue a certificate once the 
time for appeal is expired or any appeal proceeding has terminated).  
 56. See id. § 317 (currently preventing third parties from filing subsequent requests 
for inter partes reexamination once an order for inter partes reexamination has been is-
sued or once a final decision has been entered against the third party who unsuccessfully 
challenged the validity of the patent in civil litigation or inter partes reexamination). 
 57. See id. § 317(b) (currently stating that “[t]his subsection does not prevent the 
assertion of invalidity based on newly discovered prior art unavailable to the third-party 
requester and the Patent and Trademark Office at the time of the inter partes reexamina-
tion proceedings”). 
 58. See id. § 318 (currently permitting patent owner to stay any pending litigation 
involving an issue of patentability once an order for inter partes reexamination of a pat-
ent has been issued).  
 59. First, and most importantly, and as previously recognized, the 1999 

legislation should be made retroactive so that it would apply to patents 
filed before November 29, 1999, as well as after. . . . In fact, I believe 
that’s the single change that needs to be made to have the system used 
more frequently. 

Inter Partes Round Table, supra note 2, at 59 (remarks by Nancy Linck, Senior Vice 
President and General Counsel, Gullford Pharmaceuticals).  
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VI. CONCLUSION 
This Article proposes a metamorphic evolution of inter partes reex-

amination, from a single track, time consuming procedure that severely 
limits subsequent validity checks, into a bifurcated, responsive, more le-
gally precise post-grant inter partes review practice, thus increasing avail-
ability of subsequent validity checks.  

Existing administrative challenges to patent validity weigh heavily to-
ward minimizing harassment of patent holders and away from encourag-
ing challenges. But challenges are the most effective means for quieting 
the title of patent holders and ought to be encouraged early in a patent’s 
life when uncertainty regarding validity is greatest and investment is least. 

The proposed post-grant review proceeding would improve patent 
quality, reduce the cost of confirming patentability, and increase effi-
ciency, resulting in a more predictable, reliable, and timely confirmation 
of patentability. Requiring a prima facie case of unpatentability for initia-
tion would minimize the potential for harassment. Quieting title with early 
requests would be encouraged by a lower fee, universal availability, an 
enlarged scope, and minimized estoppel effects. After the first year, the 
proceeding would have a higher fee, be available only to parties with a 
significant economic or proprietary interest in the validity of a patent, and 
apply full estoppel. Conducting the proceeding before three APJ panels 
would enhance the process’s reliability and predictability, as would the 
total electronic conveyance and maintenance of records and the availabil-
ity of limited forms of discovery. 


