ADDITIONAL DEVELOPMENTS—
TRADEMARK LAW

AU-TOMOTIVE GOLD, INC. V. VOLKSWAGEN OF AMERICA,
INC.

603 F.3d 1133 (9th Cir. 2010)

The Ninth Circuit held that the “first sale” doctrine did not provide a
defense to trademark infringement where a maker of marquee license plates
used an automobile manufacturer’s actual logo in their products. The court
reasoned that the license plates create a likelithood of confusion as to their
origin.

Au-Tomotive Gold Inc. (“Auto Gold”) was a maker of marquee license
plates and other automobile accessories. One of their plates bore the
Volkswagen (“VW?”) trademark. Auto Gold purchased actual VW badges on
the open market, then altered and mounted them onto the plates. The
packaging for these plates had labels explaining that the plates were not
produced or sponsored by Volkswagen.

Auto Gold received three letters from a Volkswagen representative
between September 1999 and February 2001 requesting that Auto Gold cease
using the VW trademarks. In response, Auto Gold filed suit secking a
declaratory judgment that its products did not infringe or dilute the
Volkswagen trademarks. Volkswagen counterclaimed, alleging federal
trademark counterfeiting and infringement under Section 32 of the Lanham
Act, 15 US.C. § 1114, as well as false designation, trademark dilution and
related state-law claims. Both parties moved for summary judgment. The
district court granted summary judgment to Auto Gold, holding that under
the doctrine of “aesthetic functionality” the trademarks were functional and
therefore not protected by trademark law. The Ninth Circuit reversed,
holding that Auto Gold’s use of the trademarks was neither aesthetic nor an
independent source of identification. On remand, the district court granted
summary judgment and an injunction to Volkswagen.

Auto Gold contended that because it purchased actual Volkswagen
badges on the open market for use on the license plates, the “first sale”
doctrine provided a defense to trademark infringement. The court explained
that the first sale doctrine has generally focused on the likelihood of creating
confusion among consumers, and that trademark infringement may also be
found where there is a likelihood of confusion with non-purchasers. The
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court also addressed the free-rider problem that post-purchase confusion
creates. When a trademarked product is purchased, it is not the trademark
that has been purchased, but a product which has been trademarked. A free-
rider problem exists where a producer profits from its use of the trademark,
because of post-purchase confusion about the product’s origin. In response
to Auto Gold’s argument that there was no trademark infringement because
its license plates were of high quality, the court explained that likelihood of
confusion—not quality control—is the “key-stone” of trademark law.
Finally, in addressing Auto Gold’s contention that the public interest was
served by the market competition their products created, the court explained
that trademark law protects trademark holders from the competition that
results from trademark infringement, irrespective of its effect on market
competition.

GOOGLE FRANCE SARL v. Louis VUITTON MALLETIER SA
Case C-236/08, 2010 EC] EUR-Lex LEXIS 119 (Mar. 23, 2010)

The European Court of Justice held that Google, a search engine (or,
according to the Court, “referencing service provider”), is not the “user” of a
trademark through the sale and display of keywords, as provided by Council
Directive 89/104, art 5(1), 1988 O.J. (L. 040) (EC) and Council Regulation
40/94, art. 9(1)(a), (b), 1993 O.J. (L. 011) (EC). Additionally, the Court of
Justice held that a referencing service provider is not liable to the proprietor
of a trademark for the combination of their trademark with words like
imitation or copy under Council Directive 89/104, art. 5(2) or Council
Regulation 40/94, art. 9(1)(c). Finally, the Court of Justice held that an
internet-referencing service provider, such as Google, cannot be held liable
for its stored data when it has not taken an active role in controlling the data
or does not have knowledge of its unlawful nature, according to Council

Directive 2000/31, art. 14, 2000 O.J. (I 178).

Google, in conjunction with its functions as a referencing service
provider, offers a paid service called “AdWords.” AdWords allows an
advertiser to reserve the placement of an advertising link when a user
searches for a particular keyword. Multiple advertisers can reserve the same
keyword and Google determines the order in which various advertising links
will be displayed through an automated process. The automated process
weighs the amount that a particular advertiser has agreed to pay Google
when a user clicks on its link, the number of previous clicks on any given
link, and the general quality of the ad as assessed by Google. In 2003, Louis
Vuitton—a maker of luxury goods—became aware that when internet users
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searched on Google for its trademarks, AdWords produced advertising links
to sites offering imitation versions of its products.

As a result, Louis Vuitton brought a proceeding against Google in the
Tribunal de grande instance de Paris on the claim that Google had infringed its
trademarks. On February 4, 2005, Google was found guilty of infringement
and appealed to the Cour d'appel de Paris, which affirmed the lower courts
decision on June 28, 2006. Subsequently, Google appealed the decision to the
Conr de cassation as a matter of law. The Cour de cassation put the proceedings
on hold and referred three substantive legal questions to the European Court
of Justice, resulting in this judgment. On remand, the Cour de cassation
supported the ruling of the European Court of Justice.

The Court of Justice, in applying Article 5 of Directive 89/104 or Article
9 of Regulation No. 40/94, assessed Google’s use to determine whether or
not it (1) was use in the course of trade, (2) was use in relation to goods or
services, (3) had an adverse effect on the function of indicating origin, and
(4) had an adverse effect on the advertising function of the trademark. On
the first point, the Court found that although Google operated in the course
of trade, since selling keywords was commercial activity, Google was not the
user of those marks according to the terms of the statute. The Court stated
that being paid to create the necessary technical conditions for a mark’s use is
not the same as using that mark. The Court also found that because Google
was not using the mark itself, the remaining question is whether or not
Google is an intermediary referencing service provider under Section 4 of
Directive 2000/31 and, as a result, is exempt from liability. The court held
that Google does fall under the definition of an intermediary referencing
service provider because of its automated process. Even though Google does
have control of the data that it stores, the Court found that there was not
enough evidence to suggest that Google had knowledge of the stored data.

However, the European Court of Justice also declared that advertisers
cannot use keywords corresponding to their competitor’s trademarks and
“arrange for Google to display ads that do not allow Internet users easily to
establish [where the] goods or services covered by the ad in question
originates.”



730 BERKELEY TECHNOLOGY LAW JOURNAL [Vol. 26:727




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles false
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile (Gray Gamma 2.2)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.6
  /CompressObjects /Off
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJobTicket false
  /DefaultRenderingIntent /Saturation
  /DetectBlends true
  /DetectCurves 0.1000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams true
  /MaxSubsetPct 100
  /Optimize false
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo true
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Remove
  /UCRandBGInfo /Remove
  /UsePrologue true
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
    /Garamond
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 150
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages false
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 2400
  /ColorImageDepth 8
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /FlateEncode
  /AutoFilterColorImages false
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /ColorImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 150
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages false
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 2400
  /GrayImageDepth 8
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /FlateEncode
  /AutoFilterGrayImages false
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /GrayImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages false
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 2400
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile (None)
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /CreateJDFFile false
  /Description <<

    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e55464e1a65876863768467e5770b548c62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc666e901a554652d965874ef6768467e5770b548c52175370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /CZE <>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /GRE <>

    /HRV (Za stvaranje Adobe PDF dokumenata pogodnih za pouzdani prikaz i ispis poslovnih dokumenata koristite ove postavke.  Stvoreni PDF dokumenti mogu se otvoriti Acrobat i Adobe Reader 5.0 i kasnijim verzijama.)
    /HUN <>
    /ITA (Utilizzare queste impostazioni per creare documenti Adobe PDF adatti per visualizzare e stampare documenti aziendali in modo affidabile. I documenti PDF creati possono essere aperti con Acrobat e Adobe Reader 5.0 e versioni successive.)
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020be44c988b2c8c2a40020bb38c11cb97c0020c548c815c801c73cb85c0020bcf4ace00020c778c1c4d558b2940020b3700020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken waarmee zakelijke documenten betrouwbaar kunnen worden weergegeven en afgedrukt. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /POL <>
    /PTB <>
    /RUM <>
    /RUS <>
    /SLV <>
    /SUO <>
    /SVE <>
    /TUR <>
    /ENU (Use these settings to create Adobe PDF documents suitable for reliable viewing and printing of business documents.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
>> setdistillerparams
<<
  /HWResolution [1200 1200]
  /PageSize [612.000 792.000]
>> setpagedevice




