26:1 BERKELEY TECHNOLOGY LAW
JOURNAL

2011

Pages
1
to
916

Berkeley Technology Law Journal
Volume 26, Number 1



Production:

Printer:

Produced by members of the Berkeley Technology Law Journal.
All editing and layout done using Microsoft Word.

Joe Christensen, Inc., Lincoln, Nebraska.

Printed in the U.S.A.

The paper used in this publication meets the minimum
requirements of American National Standard for Information

Sciences—Permanence of Paper for Library Materials, ANSI
7.39.48—1984.

Copyright © 2011 Regents of the University of California.
All Rights Reserved.

Berkeley Technology Law Journal
U.C. Berkeley School of Law
Student Center, Ste. 3

Berkeley, California 94720-7200
btlj@law.berkeley.edu
www.btlj.org



BERKELEY TECHNOLOGY

L AW JOURNAL

VOLUME 26

NUMBER 1 ANNUAL REVIEW 2011

TABLE OF CONTENTS

I. PATENT LAW

A. NOTES

BILSKI V. KAPPOS: SIDELINE ANALYSIS FROM THE FIRST

INNING OF PLAY

EDDY ADFGDANI ...t 15
PRIORITIZATION: ADDRESSING THE PATENT APPLICATION
BACKLOG AT THE UNITED STATES PATENT AND

TRADEMARK OFFICE

LUy Jo ACREITNAN .o enens 67
WHEN CONGRESS GIVES TWO HATS, WHICH DO YOU

WEAR? CHOOSING BETWEEN DOMESTIC INDUSTRY
PROTECTION AND IP ENFORCEMENT IN § 337

INVESTIGATIONS

Taras M. CREDINIAR..............cecoeueeieciieciiciiciiciicisecisee e 93
COOPERATIVE INFRINGEMENT: I GET BY (INFRINGEMENT
LAWS) WITH A LITTLE HELP FROM MY FRIENDS

R0 DORBANCDY ... 135
THE ROAD TO TRANSPARENCY: ABOLISHING BLACK-BOX
VERDICTS ON PATENT OBVIOUSNESS

INAPANCE] GHOSP e 171
CARDLAC PACEMAKERS V. 8T. JUDE MEDICAL: THE FEDERAL
CIRCUIT HAS RE-OPENED THE DEEPSOUTH LOOPHOLE FOR
METHOD CLAIMS

AY B HAYAON. .ot 197
DIAGNOSING PATENTABLE SUBJECT MATTER
AT HOUES ettt 225

RESCUE ME!: THE ATTACK ON SETTLEMENT NEGOTIATIONS
AFTER RESONET V. LANSA

J e A 269
SEEING THE FOREST THROUGH THE TREES: GENE PATENTS
AND THE REALITY OF THE COMMONS

BN 301
LUCENT V. GATEWAY: PUTTING THE “REASONABLE” BACK
INTO REASONABLE ROYALTIES



B. ADDITIONAL DEVELOPMENTS

ARIAD PHARMACEUTICALS, INC. V. ELI L.IT.1.Y AND CO.
FALSE MARKING
KONINKLIJKE PHILIPS EL.ECTRONICS N.1/. 1. CARDIAC
SCIENCE OPERATING CO.

e  Fujirii.M CORP. V. BENUN

II. COPYRIGHT LAW
A. NOTES

e MUSICAL ALBUMS AS “COMPILATIONS”: A LIMITATION ON
DAMAGES OR A TROJAN HORSE SET TO AMBUSH
TERMINATION RIGHTS?

WYALE | GIIHL oo senes

o [ 1ACOM 1. YOUTUBE—ALL EYES BLIND: THE LIMITS OF
THE DMCA IN A WEB 2.0 WORLD
Aty Hassanabadi.............oeeeeeeeeeeeeeeeeeeeeeeieieeieeieeieeieeieeie e e seeeaneons

e THE COPYRIGHT MISUSE DOCTRINE’S ROLE IN OPEN AND
CLOSED TECHNOLOGY PLATFORMS
JORAS P HEPTOl ..o nenseseasaenen

e HOW TO CIRCUMVENT TECHNOLOGICAL PROTECTION
MEASURES WITHOUT VIOLATING THE DMCA: AN
EXAMINATION OF TECHNOLOGICAL PROTECTION
MEASURES UNDER CURRENT LEGAL STANDARDS
RYH DVADASHi ..o

e AGENCY REGULATION IN COPYRIGHT LAW: RULEMAKING
UNDER THE DMCA AND I'TS BROADER IMPLICATIONS
AFIEUE STHGD et

B. ADDITIONAL DEVELOPMENTS

SONY BMG MUSIC ENTERTAINMENT 1. TENENBAUM
REAINETWORKS, INC. V. DIVD CorPY CONTROL._ASS’N, INC.
GOLAN V. HOLDER

MATTEL V. MGA

EUROPE’S “GRADUATED RESPONSE” TO INTERNET PIRACY
ARISTA RECORDS, ILC V. LAUNCH MEDLA, INC.
COSMETIC IDEAS, INC., V. LAC/INTERACTIIVVECORP

IN RE CELLCO PARTNERSHIP

11I. TRADEMARK LAW
A. NOTES

e AUTHENTICATE THIS: REVAMPING SECONDARY
TRADEMARK LIABILITY STANDARDS TO ADDRESS A
WORLDWIDE WEB OF COUNTERFEITS
MEEHEHE C. Tt oottt sttt



e TARNISHING THE DILUTION BY TARNISHMENT CAUSE OF
ACTION: STARBUCKS CORP. 1. WOLFE’S BOROUGH COFFEE,
INC. AND IV SECRET CATALOGUE, INC. V. MOSELEY,
COMPARED
Britt IN. LOVEIOY ottt nenes

e WHEN ENOUGH CONTROL IS NOT ENOUGH: THE
CONFLICTING STANDARDS OF SECONDARY LIABILITY IN
ROSETTA STONE
D SR Y A

e  PAYING FOR INFRINGEMENT: IMPLICATING CREDIT CARD
NETWORKS IN SECONDARY TRADEMARK LIABILITY
Kelly KoY ARG .ot senes

B. ADDITIONAL DEVELOPMENTS

e  AU-TOMOTIVE GOLD, INC. V. I’OLKSWAGEN OF AMERICA,
INC.
e  GOOGLE FRANCE SARL V. L.OUIS VVUITTON MAILILETIER S A

IV. CYBERLAW
A. NOTES

e REDEFINING NET NEUTRALITY AFTER COMCAST V. FCC
LALEXANACT REIEDET «.eoveeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeseeeereseresesesreesseseseseenns

B. ADDITIONAL DEVELOPMENTS

e DEVELOPMENTS WITHIN THE COMMUNICATIONS DECENCY
Acr

e  DEVELOPMENTS IN PERSONAL JURISDICTION FOR ONLINE
ACTIVITIES

e INTERNET TAX DEVELOPMENTS

V. PRIVACY LAW
A. NOTES

e THE TRUTH CAN CATCH THE LIE: THE FLAWED

UNDERSTANDING OF ONLINE SPEECH IN IN RE

ANONYMOUS ONLINE SPEAKERS

Y R D L
e LOCATING LOCATION PRIVACY

David H. GOCIZ ..ottt
e ONTARIO V. QUON: IN SEARCH OF A REASONABLE FOURTH

AMENDMENT

Miles Ko Paley ..ooeeeeeniiecicrciniicciciriicicieninecieneseese et nsesessaenes

B. ADDITIONAL DEVELOPMENTS

e COMPUTER FRAUD AND ABUSE ACT
e  UNITED STATES V. COMPREHENSIIVE DRUG TESTING, INC.
e  UNITED STATES V. WARSHAK



VI. OTHER DEVELOPMENTS IN INTELLECTUAL PROPERTY
A. ANTITRUST LAW
o  AMERICAN NEEDLE, INC. V. NATIONAL FOOTBALIL I.LEAGUE
B. TRADE SECRET LAW

o  SI.1VACO DATA SYSTEMS V. INTEL CORP.
e JUSTMED, INC. V. BYCE

C. MISAPPROPRIATION
®  BARCLAYS CAPITAL INC. V. THEFL.YONTHEWALL.COM
D. RIGHT OF PUBLICITY

e KELLER V. ELEC. ARTS, INC.



SUBSCRIBER INFORMATION

The Berkeley Technology Law Journal ISSN 1086-3818), a continuation of the
High Technology Law Jonrnal etfective Volume 11, is edited by the students of
the University of California School of Law, Berkeley (Boalt Hall), and
published four times each year (March, June, September, January) by the
Regents of the University of California, Berkeley, Journal Publications,
School of Law, 2850 Telegraph Avenue, Suite 561 #7220

Berkeley, CA 94705-7220. Periodicals Postage Rate Paid at Berkeley, CA
94704-9998, and at additional mailing offices. POSTMASTER: Send address
changes to Journal Publications, 311 U.C. Berkeley School of Law, University
of California, Berkeley, CA 94720-7200.

Correspondence. Address all correspondence regarding subscriptions,
address changes, claims for non-receipt, single copies, advertising, and
permission to reprint to Journal Publications, 2850 Telegraph Avenue, Suite
561 #7220 Berkeley, CA 94705-7220; (510) 643-6600; JournalPublications@
law.berkeley.edu. Authors: see section entitled Information for Authors.

Subscriptions. Annual subscriptions are $65.00 for individuals, and $85.00
for organizations. Single issues are $27.00. Please allow two months for
receipt of the first issue. Payment may be made by check, international
money order, or credit card (MasterCard/Visa). Domestic claims for non-
receipt of issues should be made within 90 days of the month of publication;
overseas claims should be made within 180 days. Thereafter, the regular back
issue rate ($27.00) will be charged for replacement. Overseas delivery is not
guaranteed.

Form. The text and citations in the Journal conform generally to the The
Chicago Manual of Style (16th ed. 2010) and to The Bluebook: A Uniform
System of Citation (Columbia Law Review Ass’n et al. eds., 19th ed. 2010).
Please cite this issue of the Berkeley Technology Law Journal as 26 Berkeley Tech.
LJ.__ (2011).

BTL]J] ONLINE

The full text and abstracts of many previously published Berkeley Technology
Law Journal articles can be found at http://www.btlj.org. Out site also
contains a cumulative index, general information about the Jo#rnal, and the
Bolt, a collection of short comments and updates about new developments
in law and technology written by members of BTLJ.



INFORMATION FOR AUTHORS

The Editorial Board of the Berkeley Technology Law Journal invites the
submission of unsolicited manuscripts. Submissions may include previously
unpublished articles, essays, book reviews, case notes, or comments
concerning any aspect of the relationship between technology and the law. If
any portion of a manuscript has been previously published, the author should
so indicate.

Format. Submissions are accepted in electronic format through the
ExpressO online submission system. Authors should include a curriculum
vitae and resume when submitting articles. The ExpressO submission website
can be found at http://law.bepress.com/expresso.

Citations. All citations should conform to The Bluebook: A Uniform
System of Citation (Columbia Law Review Ass’n et al. eds., 19th ed. 2010).
In addition, the author should include his or her credentials, including full
name, degrees earned, academic or professional affiliations, and citations to
all previously published legal articles.

Copyrighted Material. If a manuscript contains any copyrighted table,
chart, graph, illustration, photograph, or more than eight lines of text, the
author must obtain written permission from the copyright holder for use of
the material.



DONORS

The Berkeley Technology Law Journal and the Berkeley Center for Law &
Technology acknowledge the following generous donors to Berkeley Law’s
Law and Technology Program:

Benefactors
CHADBOURNE & PARKE LLP ORRICK, HERRINGTON &
SUTCLIFFE LLP
COOLEY LLP
SKADDEN, ARPS, SLATE, MEAGHER
COVINGTON & BURLING LLP & FLOM LLP AND AFFILIATES
FENWICK & WEST LLP WEIL, GOTSHAL & MANGES LLP
F1sH & RICHARDSON P.C. WHITE & CASE LL.P
KIRKILLAND & ELLIS LLP WILMER HALE LLLP
LATHAM & WATKINS LLP WILSON, SONSINI,

GOODRICH & ROSATI
MCDERMOTT WILL & EMERY

WINSTON & STRAWN LLP
MORRISON & FOERSTER LLP



Members

ALSTON + BIRD LLP
BAKER BoTTS LLP
BINGHAM MCCUTCHEN LLP
DLA PIPER LLP

FINNEGAN HENDERSON FARABOW
GARRETT & DUNNER LLP

GOODWIN PROCTER LLP

GUNDERSON DETTMER STOUGH
VILLENEUVE FRANKLIN &
HACHIGIAN, LLLP

HAYNES AND BOONE, LLLP

HICKMAN PALERMO TRUONG
BECKER LLP

KEKER & VAN NEST LLP

KNOBBE MARTENS OLSON
& BEAR LLP

MORGAN, LEWIS & Bockius LLP
MUNGER, TOLLES & OLSON LLP
ROPES & GRAY LLP

SCHWEGMAN LUNDBERG
WOESSNER

SIDLEY AUSTIN LLP

TOWNSEND AND TOWNSEND AND
CREW LLP

WEAVER AUSTIN VILLENEUVE &
SAMPSON LLP

VAN PELT, YI & JAMES LLP

Patrons

BAKER & MCKENZIE LLP

DURIE TANGRI LLP



ADVISORY BOARD

ROBERT BARR
Executive Director of the
Berkeley Center for Law & Technology
U.C. Berkeley School of Law
Berkeley, California

ROBERT C. BERRING, JR.
Walter Perry Johnson Professor of Law
U.C. Berkeley School of Law
Berkeley, California

JESSE H. CHOPER
Earl Warren Professor of Public Law
U.C. Berkeley School of Law
Berkeley, California

PETER S. MENELL
Professor of Law and Director of the
Berkeley Center for Law & Technology
U.C. Berkeley School of Law
Berkeley, California

ROBERT P. MERGES
Wilson Sonsini Goodrich & Rosati Professor
of Law and Director of the
Berkeley Center for Law & Technology
U.C. Berkeley School of Law
Berkeley, California

REGIS MCKENNA
Chairman and CEO
Regis McKenna, Inc.
Palo Alto, California

DEIRDRE K. MULLIGAN
Assistant Professor and Director of the
Berkeley Center for Law & Technology

U.C. Berkeley School of Information
Berkeley, California

JAMES POOLEY
Mortrison & Foerster LLP
Palo Alto, California

MATTHEW D. POWERS
Tensegrity Law Group
Redwood Shores, California

PAMELA SAMUELSON
Professor of Law & Information
Management and Director of the

Berkeley Center for Law & Technology
U.C. Berkeley School of Law
Berkeley, California

LIONEL S. SOBEL
Professor of Law and Director of the
International Entertainment & Media Law
Summer Program in London, England
Southwestern University School of Law
Los Angeles, California

LARRY W. SONSINI
Wilson Sonsini Goodrich & Rosati
Palo Alto, California

MICHAEL STERN
Cobalt LLP
Berkeley, California

MICHAEL TRAYNOR
Cobalt LLP
Berkeley, California

THOMAS F. VILLENEUVE
Gunderson, Dettmer, Stough,
Villeneuve, Franklin & Hachigian LLP
Menlo Park, California



BOARD OF EDITORS

2010-2011

Excecutive Committee

Editor-in-Chief

ELIZABETH OFFEN-BROWN

Managing Editor Senior Articles Editors Senior Executive Editor
APRIL ELLIOTT ALEX BAXTER MORGAN HAGUE
JONAS HERRELL
KRISTIN KEMNITZER
Senior Annual Review Editors
ELIZABETH ERAKER
DAVID STARK
Edjtorial Board
Submissions Editors Production Editors Bluebook Editors
PARKER KUHL JOSEPH ROSE TAYLOR BURRAS
REBECCA NEIPRIS LLAUREN SIMS JILLIAN FEINBERG
ALEXANDER REICHER ADAM MCNEILE
External Relations Editor ~ Notes & Comments Editors Symposium Editors
HEATHER HANEY MICHELLE MA WYATT GLYNN
KELLY YANG JANA MOSER
Web Content Editor Publishing Editor Web Editor
WILL MOSELEY JAMES PERRY ANDREW FONG
Assistant Managing Editor Annual Review Editors Mentber Relations Editor
JESSICA LYON REZA DOKHANCHY TINA SALADINO
SARA GIARDINA
Abrticles Editors
EBBY ABRAHAM RYAN IWAHASHI AYLIN ONCEL
CHARLES CIACCIO RUBINA KWON MILES PALLEY
TARAS CZEBINIAK BRIAN LAHTI ARIELLE SINGH
AMY HAYDEN BRITTANY LOVEJOY MICHAEL SOBOLEV

NIKHIL MATANI



BERKELEY CENTER FOR
LAW & TECHNOLOGY

Executive Director

ROBERT BARR
Faculty Directors
AMY KAPCZYNSKI PETER MENELL ROBERT MERGES
DEIRDRE MULLIGAN PAMELA SAMUELSON PAUL SCHWARTZ
SUZANNE SCOTCHMER MOLLY VAN HOUWELING
Assistant Director Assistant Director
LLOUISE LEE

DAVID GRADY

Alffiliated Faculty and Scholars
AARON EDLIN DAVID NIMMER MARJORIE SHULTZ

JOSEPH FARRELL DANIEL RUBINFELD LON SOBEL
RICHARD GILBERT ANNALEE SAXENIAN TALHA SYED

BRONWYN HALL JASON SCHULTZ DAVID TEECE

THOMAS JORDE HOWARD SHELANSKI JENNIFER M. URBAN

MICHAEL KATZ CARL SHAPIRO HAL R. VARIAN
DAVID MOWERY

DAVID WINICKOFF



BERKELEY TECHNOLOGY LAW JOURNAL
ANNUAL REVIEW 2011

Senior Faculty Advisor
PETER S. MENELL

Faculty Advisors Senior Annual Review Editors
ROBERT BARR ELIZABETH C. ERAKER
CHRIS HOOFNAGLE DAVID K. STARK
BRIAN CARVER
JONAS ANDERSON
Production Editors Editor-in-Chief Annnal Review Editors
JOSEPH ROSE ELIZABETH OFFEN-BROWN  REZA DOKHANCHY
LLAUREN SIMS SARA GIARDINA
Adpisers
ELANOR MANGIN JOANNE KWAN DANIEL PARK
CHARLES CIACCIO, JR.  ELIZABETH OFFEN-BROWN ~ LINFONG TZENG
YAN FANG ALLEN WANG
Authors
EBBY ABRAHAM BRITT N. LOVEJOY
AMIR HASSANABADI

LILy J. ACKERMAN MILES K. PALLEY

AMY E. HAYDEN

TARAS M. CZEBINIAK ALEXANDER REICHER
JONAS P. HERRELL
REZA DOKHANCHY TINA SALADINO
ASHER HODES
MUSETTA DURKEE ARIELLE SINGH
RYAN IWAHASHI
INDRANEEL GHOSH LLAUREN E. SIMS
PARKER KUHL
WYATT J. GLYNN MICHELLE C. LEU KELLY K. YANG
DAVID H. GOETZ ’ BO ZENG
Contributors
ROSS BARBASH RYAN KLIMCZAK PRISCILLA TAYLOR
KRISTA CORREA NICK LEEFER HARUKO UNO

JURABEK HOMIDOV ANDREA YANKOVSKY





