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Figure 3: Spork Example

As shown in Figure 3 (above), a designer created and secured a design patent
on the overall appearance of the eating utensil as shown above.”® Like most
industrial design, the net visual appearance is driven by both aesthetic and
utilitarian considerations. Some elements are driven mainly by function, others
by aesthetics, and still others by a bit of both. While the utensil, an article of
manufacture, combines various functionalities, including a spoon, a fork, a knife,
and a can opener, care was given to creating the overall visual appearance of the
item—the zout ensemble.

During prosecution, the USPTO examined the overall appearance of the
design for compliance with § 171, including the ornamentality requirement. An
ornamentality challenge under § 171 would most likely (and rightfully) fail as the
overall appearance of the design cannot be said to be dictated by function alone;
it is not hard to imagine other appearances for a utensil with the same or similar
functionality. During claim construction under the feature filtration approach,

28. See U.S. Patent No. D876,907, fig. 1 (filed Nov. 13, 2018).
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however, several visual elements of the overall claim would be excised as being
functional, including at least (1) the bowl of the spoon, (2) the tines of the fork,
(3) the serrated edge of the knife, and (4) the can opener mouth. Filtration would
leave behind a generic claim for only the handle, detached and isolated from the
remainder of the utensil. Feature filtration leads to an unwanted, post hoc,
broadening of the design patent claim.

Further, not only is this “filtered” claim scope not what the designer
originally designed, it is not what the USPTO examined and granted. Is just
the remaining handle itself novel? Nonobvious? Ornamental? It no longer
makes sense to offer the presumption of validity once the claim is construed
in a manner that renders it as having so little resemblance to the claim that was
before the USPTO. This potential disparity in claim scope irreconcilably
undermines the presumption of validity and its underpinnings. For this reason
alone, the feature filtration approach should not be adopted.

It is true that filtration has been used in the context of copyright
infringement claims, albeit with limited success and great confusion. But this
does not provide reason for importing this practice into design patent law
because there are fundamental differences between design patents and
copyrights counseling against such practice. First, unlike copyright
registrations, design patents are substantively examined and approved. There
is a formal claim presented by the applicant that is reviewed by the USPTO
for statutory compliance and, if allowed, published by way of a letters patent
to provide public notice. This is not the case for copyright registrations.
Second, design patents are intended to protect articles of manufacture, which
will necessarily possess some utilitarian purpose. This is not the case for
copyright law, which has steadfastly refused to protect applied art, and further
industrial design. Third, the term of copyright is much longer than that of
design, and thus as a matter of policy, copyright law is less willing to protect
functionally driven expression.

VI. FEATURE FILTRATION PROVIDES FOR UNWANTED
PIECEMEAL INVALIDITY ATTACKS

Taken to its logical conclusion, the feature filtration approach could yield a
result where, upon claim construction, each and every individual element of
the design patent is found to be “functional.” For instance, and continuing
with the spork example above, what if the court concludes that the handle is
functional as well? Under these facts, the claim is whittled away to nothing,
effectively neutering the enforceability of an issued design patent without an
invalidity challenge ever having been mounted.
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Of course, invalidity challenges are confronted with the demanding
safeguards that cloak a presumptively valid design patent, including most
importantly the “clear and convincing” evidence standard.” The feature
filtration approach to functionality provides an unwanted backdoor validity
attack made under the guise of claim construction where the lesser
preponderance evidentiary standard applies.”

VII. FEATURE FILTRATION IS UNWORKABLE

Moreover, any attempt to dissect and separate an overall design into
elements is unworkable. Most often, and particularly with modern day design,
the elements of a design are fully integrated into, and inseparable from, the
overall design, making fool’s errands of the feature filtration approach’s
identification and excision steps.’’ For example, consider a claim covering the
ornamental handlebar depicted in Figure 4 below.” The claimed design is an
example of the seamless melding of form and function. While a court might
go through the feature filtration exercise, the reality is that it is impossible to
meaningfully identify and surgically separate ornamental and functional
clements.” In short, factoring out and ignoring functional pottions is an

29. See, eg., L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 1117, 1123 (Fed. Cit. 1993)
(requiring clear and convincing evidence to invalidate design patent on grounds of
functionality and further noting that 35 U.S.C. § 282 includes a presumption of ornamentality).

30. This extreme example of feature filtration is not a mere hypothetical. District courts
operating under the false belief that individual visual features having functionally driven
appearances must be removed have gone so far as to filter every aspect of the claimed design.
Notably, those courts did not invalidate the overall claim for lack of ornamentality under § 171.
See Ethicon Endo-Surgery, Inc. v. Covidien, Inc., No. 1:11-CV-871, 2014 WL 10212172, at *9
(S.D. Ohio Jan. 22, 2014) (“|Tlhe shape and placement of the U-Shaped Trigger, Torque
Knob, and Rounded Button elements of the Design Patents are all based on functional
considerations and therefore all of these elements must be ‘factored out’ of the claimed
design.”).

31. Copyright law has struggled for years with how to implement the separability
doctrine, spawning a multitude of tests, one more confusing than the next. While the Supreme
Court in Star Athletica v. Varsity sought to clean up the mess, truly it just served as a reset.
Justice Thomas, ever the textualist, set forth a separability test that merely rephrases the statute.
The most significant aspect of the opinion was that it wiped the slate clean from the many
confusing and contradictory tests that had bounced around the regional circuits for decades.
The shear mess created by the copyright experience with feature filtration is reason alone to
refrain from importing it into design law. See Star Athletica, L.I..C. v. Varsity Brands, Inc., 137
S. Ct. 1002, 1009 (2017).

32. U.S. Patent No. D387,316, fig. 1 (filed May 29, 1996).

33. See Carlini Enters. v. Paul Yaffe Design, Inc., 2014 U.S. Dist. LEXIS 113941 at *5—
6 (C.D. Cal. Aug. 12, 20106) (noting logistical difficulties in trying to separate out ornamental
and functional elements in an overall design).



228 BERKELEY TECHNOLOGY LAW JOURNAL [Vol. 36:213

artificial enterprise that not only can distort the claimed design but also,
practically speaking, is an unworkable approach.

Figure 4: Handlebar Example

VIII. CONCLUSION

Consistent with the Federal Circuit’s recent opinions in Apple, Ethicon, and
Sport Dimensions, and despite the calls from academia, courts should continue
to resist the urge to attempt to identify and filter out any individual features,
elements, or portions of the whole ornamental design. Per the plain language
of design patent law’s governing statute 35 U.S.C. § 171, it is the “design,” not
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individual features thereof, that are the only relevant consideration. Any
attempts at feature filtration are unnecessary, fatally flawed, and should be
prohibited.

Design patents do not protect any underlying non-visual functional
attributes, purposes, or characteristics of an article of manufacture, but rather
only protect the overall appearance of the claimed design depicted in the
drawings. Design patent protection incentivizes and stimulates the exercise of
inventive faculty in improving the appearance of articles of manufacture,
which in turn forwards the meritorious policy goal of promoting the decorative
arts.



230 BERKELEY TECHNOLOGY LAW JOURNAL [Vol. 36:213



THE DESIGN PATENT EMPEROR WEARS NO
CLOTHES: RESPONDING TO ADVOCATES OF
DESIGN PATENT PROTECTION FOR
FUNCTIONALITY
Peter S. Menell & Ella Corren'™

ABSTRACT

In Design Patent Law’s Identity Crisis, we traced the origins of design patent law’s
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I. INTRODUCTION

Our lead article for this symposium, which traces a statutory and
jurisprudential roller coaster that spans nearly two centuries, reveals how the
U.S. Court of Appeals for the Federal Circuit, established in 1982, upended
the 1902 Act’s intent and reversed three-quarters of a century of regional
circuit jurisprudence.' In view of this extraordinary finding, we wanted to be
sure that we did not overlook any critical pieces of the puzzle. Accordingly, we
invited influential design patent practitioners and scholars to participate in the
Berkeley Center for Law & Technology (BCLT)/ Berkeley Technology Law Journal
(BTL]) Symposium, Navigating and Rectifying the Design Patents Muddle. More than
300 people attended the online event held on February 21, 2021, which was
recorded and posted on BCLT’s website.

We invited leading practitioners and scholars to discuss our findings. Four
practitioners prepared commentaries for this symposium volume: Perry

1. See Peter S. Menell & Ella Corren, Design Patent Law’s 1dentity Crisis, 36 BERKELEY
TECH. L.J. 1 (2021) (hereinafter cited as “Identity Crisis”).

2. BCLT/BTL] Design Patents Symposium: Navigating and Rectifying the Design Patent Muddle,
https:/ /www.law.betkeley.edu/tesearch/bclt/bcltevents /belt-btlj-symposium-navigating-
and-rectifying-the-design-patent-muddle/ (last visited Nov. 14, 2021).
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Saidman, who successfully litigated Avia Group Int’l, Inc. v. 1. A. Gear Cal., Inc.,’
the 1988 Federal Circuit case that significantly expanded design patent
eligibility, and advocates for broad design patent protection; Christopher V.
Carani, a design patent specialist who edited a volume surveying functionality
and scope of design protection* around the wotld and who also advocates for
broad design patent protection; and Charles I.. Mauro and Christopher Morley,
industrial design researchers. In addition, Mr. Mauro has served as an expert
witness in design patent cases. Two academic scholars also contributed to this
volume: Professor Mark McKenna and Professor Joshua Sarnoff. Several
other design patent practitioners and academics provided comments at the
BCLT/BTL] Symposium. Their presentations and our responses are
contained in the recordings that are archived on BCLT’s website.’

While the symposium produced some fireworks, no participant rebutted
our core finding: the Federal Circuit, the nation’s de facto design patent
emperor since 1982, has flipped design eligibility doctrine on its head. As Part
IT of this response shows, the post-1902 Act regional circuit design patent
cases invalidating design patents on functionality grounds would come out
oppositely under the Federal Circuit’s lax standards. In Part III, we explain
why the design patent practitioners’ defense of the Federal Circuit’s
jurisprudence misapprehends the 1902 Act and the broader contours of the
intellectual property landscape. We also respond to Professor McKenna’s
support for interpreting design patent law to protect functionality, even if only
modestly. We conclude by addressing ways in which the design patent regime
could be brought back into harmony with the design patent statute, the
fundamental intellectual property channeling principle reflected in Baker ».
Selden,’ and sound intellectual property policy.

II. OUR CORE FINDING: THE FEDERAL CIRCUIT HAS
FLIPPED DESIGN PATENT ELIGIBILITY IN
DISREGARD OF THE 1902 ACT AND REGIONAL
CIRCUIT AUTHORITY

Although drafters of the U.S. design regime modeled the 1842 Act on the
British copyright regime for surface ornamentation and sculptural features of
three-dimensional articles,” the statute was confusingly mislabeled “design

3. 853 F.2d 1557, 1563 (Fed. Cir. 1988).

4. DESIGN RIGHTS: FUNCTIONALITY AND SCOPE OF PROTECTION (Christopher V.
Carani ed., 2017).

5. See supra note 2.

6. 101 U.S. 99 (1879).

7. See Identity Crisis, supra note 1, at 10.
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patent” for reasons involving the Patent Commissionet’s bureaucratic
opportunism.® The statute’s confusing reference to “useful” in one category of
protected works—“new and #sefu/ pattern, or print, or picture”’—caused some
courts and the Patent Office to misread “useful” as authorizing protection for
functionality. Further complicating design patent’s role, manufacturers used
design patents as a nascent form of trademark protection until federal
trademark protection emerged."” The confusion and overlap with other
regimes grew when Congress expanded copyright law to protect sculptural
works in 1870."" Although the Supreme Court’s 1871 decision in Gorbam ».
White held that design patents covered ornamentality and not functionality,"
two later Supreme Court decisions downplayed considerations of aesthetics
and ornamentality while emphasizing utility."

This confusion led Patent Commissioner Frederick Allen, at the turn of
the twentieth century, to urge Congress to reform the design patent regime to
“occupy its proper philosophical position in the field of intellectual property
production.”™ He proposed deleting the term “utility” and ensuring that
design patents “protect|] objects of new and artistic quality pertaining . .. to
commerce, but not justifying their existence upon functional utility.”"> The
1902 Act followed this suggestion, deleting the word “useful” from the design
patent statute and replacing it with “ornamental.”’® The Senate Report
incorporated Commissioner Allen’s letter explaining the rationale for the
change and noted that “[t|he object sought by the proposed amendment is to
conform the existing law to the manifest requirements of design patent law as
distinguished from the law governing the subject of mechanical patents.”” The
House Report explained that the reform legislation was intended “to make
plain the distinction between mechanical patents, where ‘utility’ is an essential

8. Seeid
9. See Act of Aug. 29, 1842, ch. 263, sec. 3, 5 Stat. 543, 543—44 (emphasis added).

10. See Identity Crisis, supra note 1, at 12—14.

11. See Act of Jul. 8, 1870, ch. 230, sec. 86, 16 Stat. 198 (providing that “the author,
inventor, designer, or proprietor of any book, map, chart, dramatic or musical composition,
engraving, cut, print, or photograph or negative thereof, or of a painting, drawing, chromo,
statue, statnary, and of models or designs intended to be perfected as works of the fine arts . . . shall, upon
complying with the provisions of this act, have the sole liberty of printing, reprinting,
publishing, completing, copying, executing, finishing, and vending the same.” (emphasis
added)).

12. 81 U.S. 511, 524-25 (1871).

13. See Lehnbeuter v. Holthaus, 105 U.S. 94, 96 (1882); Smith v. Whitman Saddle Co.,
148 U.S. 674, 678 (1893).

14.  See Letter from PTO Commissions Frederick Allen, S. REP. NO. 57-1139, at 3 (1902).

15, See id.

16. See Act of May 9, 1902, ch. 783, sec. 4929, 32 Stat. 193.

17. S.REPNoO. 57-1139, at 1 (1902).
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element, and design patents, where ‘utility’ has nothing to do with it, but where
ornamentation is the proper element of consideration.”"®

Contemporary practitioners and commentators viewed the 1902 Act as
closing the door on design patent protection for functional designs."” The cases
following 1902 Act clearly understood Congress’s intent to prevent design
patents from protecting functionality. In Ex parte Hartshorn, Commissioner
Allen rejected an application for a design of a wooden-shaped roller, observing
that “[tlhe construction shown is created for the accomplishment of a
mechanical result, and while it would have been possible to place upon this
article some ornamental design for its embellishment the construction
2 In Weisgerber v. Clowney,” the
district court noted that “the attempt to patent a mechanical function, under
cover of a design, is a perversion of the privilege given by the statute.”* In
Royal Metal Manufacturing Co. v. Art Metal Works,” the district court confirmed
that “[a] monopoly of operating devices can be secured only by a mechanical
patent.”* In Bradley v. Eccles,” the Second Circuit discussed the inherent lack
of design patentability of a design for a washer for thill-couplers, a device for
connecting the shaft of a cart or catriage to the animal drawing it.”* A decade
later, the First Circuit categorically excluded substantial categories from design
patent eligibility:

presented here seems void of any such design.

18. H.R. Rep No. 57-1661, at 2 (1902).

19. See, e.g., Harold Binney, Present Status of the Law Relating to Designs, 25 ANNU. REP.
AB.A. 662, 669 (1902) (observing that the 1902 Act “in respect to the beauty that flows from
the mere neatness and fitness of shapes, the statute before amendment certainly afforded protection;
whereas, now the requirement ‘ornamental’ would seem incapable of so broad a
meaning. . .. [W]hile it is debatable whether merely useful shapes where utility and not
appearance is the sole object, were or were not protected under the statute, it is quite certain
now that neither the saddle of the Whitman case nor the showcase of Lebnbenter vs. Holthaus
would be protected under the amended statute.” (emphasis added)).

20. 104 O.G. 1395 (1903), reprinted in DECISIONS OF THE COMMISSIONER OF PATENTS
AND OF THE UNITED STATES COURTS IN PATENT AND TRADE-MARK AND LABEL CASES 138,
at 171-72 (1904).

21. 131 F. 477 (1904).

22. Id. at 480.

23. 121 F. 128 (C.CS.D.N.Y. 1903).

24. Id. at 129.

25. 126 F. 945 (2d Cir. 1903).

26. See id. at 949 (“The washer, like the horseshoe calk, is not intended for display, but
for an obscure use. There is no evidence that its form appeals in any way to the eye, or serves
to commend it to purchasers and users as a thing of beauty. There is not a scintilla of evidence
that the sale of a single washer was ever induced by reason of any attractiveness in its
appearance.”).
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[A]mong articles of manufacture there are some incapable of being
the subjects of design patents, for want of reason to suppose that
their appearance can ever really matter to anybody. Examples of this
class are, besides horseshoe calks, ... syringes, plates joining the
ends of machine belts, and thill couplings. . . also tibbon spools for
typewriting machines and insulating plugs.”’

Judges recognized the potential for abuse of the design patent regime to
protect mechanical inventions: “a valid design patent does not necessarily
result from photographing a manufactured article and filing a reproduction of
such photograph properly certified in the patent office. ... Indeed, every

feature of these patents is mechanical and functional, and not ornamental.”*®

When the courts referred to designs “dictated by functionality” or
“utilitarian considerations” as being ineligible, they did not intend by such a
rubric to set a minimal threshold that could be easily cleared by showing that
a design intertwined functional and nonfunctional elements or the availability
of alternative designs. Rather, they were using this formulation to invalidate
what they considered to be plainly ineligible subject matter. Design patents
could not protect functionality. The courts were especially skeptical of design
patents claiming simple and geometric shapes.” By the mid-1980s, intellectual

27. Theodore W. Foster & Bro. Co. v. Tilden-Thurber Co., 200 F. 54, 56 (1st Cir. 1912)
(citations omitted).

28. Rose Mfg. Co. v. E. A. Whitehouse Mfg. Co., 201 F. 926, 929 (D.N.J. 1913).

29. See, eg., Applied Arts Corp. v. Grand Rapids Metalcraft Corp., 67 F.2d 428, 430 (6th
Cir. 1933) (discussing a design patent on a combination of ash receiver and electric lighter for
use in an automobile and overturning an infringement ruling noting that “[tJhe patented design
is comparatively simple, and without ornamentation. In the main its configuration is made
imperative by the elements which it combines and by the utilitarian purpose of the device. It
was certainly not the intent of the law to grant monopoly to purely conventional design which
is in itself little more than a necessaty response to the purpose of the article designed. The
scope of a design patent, as well as its originality, must depend on something more than this.”);
Hueter v. Compco Corp., 179 F.2d 416, 417 (7th Cir. 1950) (invalidating a design patent for
“Article Holding Guard or the Like” and noting that “[tlhe drawing of the patented design
was a straight, plain and unadorned front bar, the length of which is approximately seven times
its width, with straight wings of the same width at each end which were a little less than one-
fourth the length of the front bar. The wings extend back from the front bar at an angle of
about 45 degrees. No ornamentation of any kind is shown on either the front bar or on the
wings. The only possible claim for the design being considered as ornamental must be found
in the proportion of the length and width of the front bar and wings and in the angle at which
the wings extend backward from the front bar.”); Tupper Corp. v. Tilton & Cook Co., 113 F.
Supp. 805, 805-06 (D. Mass. 1953) (invalidating a design patent on a combined cigarette and
match case and noting that “composed of two parts, a lower member into which can be placed
a package of cigarettes and a book of matches, and a cover member which telescopes over the
lower member. In general configuration the lower member is a hollow rectangular container
of a size to fit a regular size package of cigarettes with the front wall bulging or protruding
sufficiently to form a substantially rectangular compartment for the book of matches. The
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property practitioners viewed design patent eligibility for the shape of articles
of manufacture, as opposed to sutface ornamentation, as very limited.”

The establishment of the U.S. Court of Appeals for the Federal Circuit in
1982 ushered in a new era that upended the 1902 Act’s intent and reversed
three-quarters of a century of regional circuit jurisprudence.”’ Between 1988
and 2008, the Federal Circuit eviscerated the non-functionality limitation of
design patents through its uncritical adoption of the “dictated by” short cut
for dealing with easy cases as #be test for assessing ornamentality/non-
functionality, treating designs for which there are alternatives as non-
functional, and viewing even simple designs comprising functional elements
“as a whole.” This jurisprudence enabled protection for minimalist and
functional features of articles of manufacture, paving the way for the design
patent flank of the “smartphone wars.” After some apparent moderation of
these questionable standards by employing a filtration infringement test in the
2010 Richardson decision,” the Federal Circuit marginalized the filtration
approach in Apple v. Samsung” and has since further eroded the ornamentality/
non-functionality limitation,* causing the design patent muddle.

The symposium included contributions from leading design patent
practitioners. Perry Saidman’s advocacy in Avia v. I..A. Gear” played a critical
role in steering the Federal Circuit away from the longstanding interpretation
of limited design patent eligibility. He advocates broad design protection, and

cover is of the same general shape, being slightly larger so that it will slide down outside the
wall of the lower part. . .. [The] idea of a case with a telescoping cover is not new [and had]
long been made . . . to hold cigars and cigarettes as well as many other products.”).

30. See Thomas B. Lindgren, The Sanctity of the Design Patent: lusion or Reality? Twenty Years
of Design Patent Litigation Since Compco v. Day-Brite Lighting, Inc., and Sears, Roebuck & Co.
v. Stiffel Co., 10 OKLA. Cr1Y U. L. REV. 195, 198 (1985); Ralph S. Brown, Design Protection: An
Overview, 34 UCLA L. Rev. 1341, 1346 (1987); see also C.F'. Hughes, The Merchant’s Point of 1 iew,
N.Y. TIMES, Apr. 12, 19306, at F9 (estimating that 90% of patent applications for industrial
design were refused).

31, See Identity Crisis, supra note 1, at Sections V(B), (C), (E), (F).

32. Richardson v. Stanley Works, Inc., 597 F.3d 1288, 1293—94 (Fed. Cir. 2010) (stating
that “[tlhe district court here properly factored out the functional aspects of Richardson’s
design as part of its claim construction. By definition, the patented design is for a multi-
function tool that has several functional components, and we have made clear that a design
patent, unlike a utility patent, limits protection to the ornamental design of the article.” (citing
Lee v. Dayton-Hudson Corp., 838 F.2d 1186, 1188 (Fed. Cit. 1988) (citing 35 U.S.C. § 171
(1988))).

33. See Apple Inc. v. Samsung Elecs. Co., 786 F.3d 983, 998 (Fed. Cir. 2015) (limiting
Richardson to its facts); Identity Crisis, supra note 1, at 105-7.

34.  See Identity Crisis, supra note 1, at 115-18.

35. SeePensa, Inc. v. L.A. Gear California, Inc., 4 U.S.P.Q.2d 1016 (C.D. Cal. 1987), aff’d
sub. nom., Avia Group International, Inc. v. L.A. Gear California, Inc., 853 F.2d 1557 (Fed. Cir.
1988).
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represented Apple in seeking to overturn the Richardson decision.” Christopher
Carani edited a volume on design protection and functionality and has
advocated for a low eligibility bar in design protection law. We challenged them
to scrutinize our finding that the Federal Circuit has turned its back on the
1902 Act and regional circuit law. To paraphrase Pat Benatar, we invited these
advocates to “hit us with their best shot.”

While the symposium certainly produced some fireworks, no participant
rebutted our core finding that the Federal Circuit flipped design eligibility
doctrine on its head. We offered a straightforward test of the proposition:
would the regional circuit cases come out differently under the Federal
Circuit’s standards?

Figure 1 illustrates the major regional circuit design patent cases, all of
which invalidated design patents. Taken together, the pre-Federal Circuit
jurisprudence indicated that the non-functionality bar was considerable and
based on the utility patent supremacy principle. As the Second Circuit
explained in Baker v. Hughes-Evans Co., while “the same device or article may
exhibit patentable mechanical invention and a patentable design; it is not true
that the design can ever be used to appropriate (per se) the mechanical
function. The two inventions must be separable; otherwise, it would be a
contradiction in terms to grant two patents for them.”’ Practitioners and
scholars viewed the doctrine in that way at the time that the Federal Circuit
was established.™

36. See Perry J. Saidman & Theresa Esquerra, A Manifesto on Industrial Design Protection:
Resurrecting the Design Registration League, 55 J. Copyright Soc’y U.S.A. 423 (2008); Perry J.
Saidman, Design Patents—The Whipping Boy Bites Back, 73 J. PAT. & TRADEMARK OFF. SOC’Y
859 (1991); Brief of Amicus Curiae Apple Inc. in Support of Plaintiff-Appellant’s Petition for
Rehearing En Banc at 2, Richardson v. Stanley Works, Inc., 597 F.3d 1288 (Fed. Cir. 2010)
(No. 2009-1354).

37. 270 F. 97,99 (2d Cir. 1920).

38. See Brown, supra note 30; Lindgren, supra note 30.
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Figure 1: Regional Circuit Design Patent Eligibility Cases
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Blisscraft of Hollywood v. United Plastic
Co., 189 F. Supp. 333 (S.D.N.Y. 1960), aff’d
294 F.2d 694 (2d Cir. 1961); Bliss v. Gotham
Industries, Inc., 316 F.2d 848 (9th Cir. 1963)

= 2

Design Patent No. 187,748
Bentley v. Sunset House Distrib. Corp.,
359 F.2d 140, 145 (9th Cir. 1966)

Design Patent No. 187,748,
Methode Elecs., Inc. v. Elco Corp.,
385 F.2d 138, 141 (3d Cir. 1967)

As Figure 2 illustrates, each of these claimed designs could be reimagined,
for example, using hexagons or pentagons in place of circular, oval, or square
features. We don’t think that the regional appellate courts were unaware of
such options. Yet under Federal Circuit law, and the lax standards advocated
by Mr. Saidman and Mr. Carani, all of these invalidated design patents would
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pass muster today based on the Federal Circuit’s “alternative designs”
standard.

Figure 2: Regional Circuit Design Patent Eligibility Cases
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The Federal Circuit, perhaps unwittingly, effected a drastic and profound
shift in the law. As we noted in the lead article, the Federal Circuit has never
referenced the critical 1902 Act nor seriously engaged the substantial and
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harmonious regional appellate jurisprudence that preceded the Federal
Circuit’s establishment.*

Mr. Saidman’s and Mr. Carani’s silence about our core thesis speaks
volumes. Rather than engage with our examination of the 1902 Act, its
legislative history, and the 80 years of regional circuit jurisprudence prior to
the establishment of the U.S. Court of Appeals for the Federal Circuit, they
essentially argue that design patents should protect functionality. The
implication that Commissioner Allen, members of Congress at the turn of the
20™ century, or regional circuit courts from 1902 through the eatly 1980s did
not appreciate that “form follows function” in design is baseless. The concept
traces back to Roman architect Marcus Vitruvius Pollio 2,000 years ago,*’ and
was popularized in modern design theory by Louis Sullivan in the late
nineteenth century.” Furthermore, functional design had been protectable
since at least 1790 as part of the utility patent regime!*

We share the practitioners’ admiration for the design accomplishments and
wisdom of designers such as Dieter Rams, Charles Eames, and Louis Sullivan.
Where we differ is that we see them as industrial designers and architects, not
legislators or judges. The key issue, which Mr. Saidman and Mr. Carani
overlook, is the utility patent supremacy principle. Congress and the regional
appellate courts understood that function must enter the intellectual property
domain through the utility patent door. How to operationalize that
foundational principle of U.S. law is the challenge to which we now turn.

III. DESIGN PATENTS ARE SUBJECT TO THE SUPREMACY
OF UTILITY PATENTS

Rather than challenging our core historical, interpretive, and
jurisprudential findings, Mr. Saidman and Mr. Carani offer an approach that
treats design patent examination as a rubber stamp, affording broad protection
for functional overall designs, functional elements, and simple geometric
shapes, without meeting the more exacting standards of the utility patent
regime.” They ignore the 1902 legislation underlying the design patent regime

39.  See Identity Crisis, supra note 1, at 64.

40. See Vitruvius, WIKIPEDIA (Nov. 2, 2021), https://en.wikipedia.org/wiki/Vitruvius;
see also De architectura, WIKIPEDIA (Oct. 23, 2021), https://en.wikipedia.org/wiki/
De_architectura.

41. See Louis Sullivan, The Tall Office Building Artistically Considered, 1.IPPINCOTT’S
MONTHLY MAGAZINE March 1896, at 403; Louis Sullivan, WIKIPEDIA (Nov. 5, 2021),
https://en.wikipedia.otg/wiki/Louis_Sullivan.

42. See Patent Act of 1790, 1 Stat. 109.

43. Mr. Saidman bases his defense of the design patent regime (and his objection to
courts filtering out unprotectable elements) in part on the relative rigor with which the Patent
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and the need to fit design patent protection within the broader intellectual
property schema.

Mr. Mauro and Mr. Motley ignore the challenge of disentangling form and
function by contending that neuroscience shows “that no individual judge,
lawyer, or legal academic can ever represent the hypothetical ordinary
observer. . . .because there is too much real variation in how a given consumer
population judges the shapes of objects in our everyday wotld.””** Thus, even
if their preliminary empirical analysis is correct, it is of little relevance to the
problem at hand. Congress in the 1902 Act and the Supreme Court in Baker v.
Selden require courts to bar design patent protection for functionality. This
limitation does not present a problem for original surface ornamentation or
even many creative three-dimensional objects, but it does come into play for
simple geometric and minimalist product designs.

Professor McKenna, by contrast, states that he supports the principle of
utility patent supremacy and agrees with much of our research but nonetheless
advocates preserving a role for design patent protection for functionality.” He
also resists our suggestions for drawing on beneficial lessons from copyright
and trademark law to prevent design patent law from encroaching upon utility
patent supremacy. His opposition is based on a few outlier cases rather than

Office carries out its examination duties. See Perry J. Saidman, A Primer on Design Patent
Functionality, 36 BERKELEY TECH. L.J. 147, 160 (2021) (“I is notable that copyright applications are
not examined by the Copyright Office, whereas design patent applications undergo a rigorous
examination by the U.S. Patent and Trademark Office (USPTO) resulting in a design patent
that carries a statutory presumption of validity.” (emphasis added)). As we demonstrate below,
see /nfra text accompanying notes 128152, Mr. Saidman’s assertion is wrong as a matter of
Copyright Office procedure and practice. The Copyright Office has been far more rigorous
and faithful to statutory authority that the Patent Office in assessing non-functionality and
originality. Mr. Carani bases his objection to courts filtering out unprotectable elements in part
on the notion that a design has to be seen “as a whole,” including any functional features. See
Christopher V. Carani, A/ or Nothing At All: Design Patent’s Ornamentality Requirement and The
Failings of Feature Filtration, 36 BERKELEY TECH. L.J. 213, 215 (2021), (““All visual portions of a
claimed design, even those with appearances that are functionally driven, have a visual
relationship with the other constituent parts and ultimately contribute to the visual whole of
the claimed design. . . . It cannot be overemphasized that the ‘right to exclude’ afforded by a
design patent claim extends, and only extends, to the design as @ whole, as claimed; the design
patent claim does not provide any independent protection for individual visual features
thereof.”). His analysis, however, overlooks or downplays the functionality and unoriginality
of compilations of elements in useful articles. Many of the examples below illustrate this point.
See infra Section ITI(A)(2).

44. Charles L. Mauro & Christopher Morley, Why The Future of Design Patent Protections
Will Rely on Modern Neuroscience, Not Constitutional and 1egal Reversionism, 36 BERKELEY TECH.
LJ. 277,282 (2021).

45. See Mark P. McKenna, Fixing Functionality in Design Patent Law, 36 BERKELEY TECH.
L.J. 195, 208-10 (2021).
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the most authoritative decisions addressing the landscape of intellectual

property law.
A. RESPONDING TO THE DESIGN PATENT PRACTITIONERS

Mr. Saidman, Mr. Carani, and Mr. Mauro and Mr. Mortley focus their
commentaries on two propositions: (1) that any design, including minimal
geometric shapes, should be eligible for design patent protection so long as
there are alternative ways of achieving the same general type of utility,
regardless of the efficacy of the claimed design; and (2) that it is improper for
courts to filter out functional elements of a design, even if the overall design
is trivially minimal, in assessing infringement.*

1. The Alternative Design Doctrine Is Limitless and Effectuates an Improper
Rubber Stamp for Design Patent Eligibility

The design patent practitioners contend that articles of manufacture that
integrate form and function qualify for design patent protection so long as
there are alternative designs capable of achieving the same general function.
For them, the growing interest in viewing design as integrating form and
function warrants expanding design patent protection to encompass
functionality. Yet, this approach of form integrated with function is not
something new that did not exist before the 1980s: minimal and functional
designs existed in the nineteenth century and even before that time—the shape
of a scythe, the configuration of a typewriter, or the design of a stove or
radiator are but a few examples. In fact, stove and radiator manufacturers
pushed for copyright protection for the decorative features of their wares
precisely because the most significant utility patents had expired and they were
looking for ways to differentiate their products in the growing marketplace.”
As much as the design patent practitioners wish it were so, notable designers
such as Dieter Rams, Charles Eames, and Louis Sullivan designed furniture
and buildings, not design protection law. The 1902 Act remains the design
patent law. Notwithstanding dozens of efforts to expand design protection
over the past century, Congress has declined to do so.* And where it has

46. In addition, Mr. Mauro and Mr. Morley suggest that modern neuroscience research
provides a solution to the confusion surrounding design patent protection. See Mauro &
Mortley, supra note 44, at 278-80. We will note that their suggestion, which is based on
debatable neuroscience theory and empirical methods, overlooks the central role of judges and
juties in assessing eligibility and infringement. It is difficult to see how their proposal adds
much beyond another battle of the experts, as occurs in trademark survey evidence.

47, See Identity Crisis, supra note 1, at 8.

48. See David Goldenberg, The Long and Winding Road: A History of the Fight over Industrial
Design Protection in the United States, 45 J. COPYRIGHT SOC’Y U.S.A. 21, 2661 (1997).
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reformed the law, it has installed guardrails to prevent monopolization of
functionality.” Furthermore, even if Congtess were to take up reform, there
are good reasons for retaining utility patent supremacy as a core channeling
principle of intellectual property law.”

The Supreme Court clearly recognized that Selden’s accounting methods
reflected integration of form and function.”® As illustrated in Figure 3, Selden
implemented his accounting system through the use of graphic forms with
lines and labels. Yet the Court concluded that accounting methods could not
be protected through the backdoor of copyright law, even though there was
good reason to doubt that the utility patent regime would protect Selden’s
accounting methods, which amounted to business methods and printed
matter.”” The U.S. Constitution does not require Congress to grant intellectual
property protection to all types of creativity and innovation. To the contrary,
it merely authorizes Congtess to establish such protections where it believes
such protections will promote progtess.”

49. See Copyright Act of 1976, 17 U.S.C. § 101 (definition of pictorial, graphic, and
sculptural works); Semiconductor Chip Protection Act, Pub. L. 98620, 98 Stat. 3335 (1984),
codified at 17 U.S.C. §901-14 (providing for reverse engineering and independent
development); Vessel Hull Design Protection Act, Pub. L. 105-304, 112 Stat. 2860 (1998),
codified at 17 U.S.C. § 1301-20 (excluding unoriginal, staple, and commonplace (“standard
geometric”) designs, and designs dictated solely by utilitarian considerations).

50.  See Identity Crisis, supra note 1, at 140, 149.

51. See Baker v. Selden, 101 U.S. 99, 104-05 (1879).

52. See R. CARL MOY, MOY’S WALKER ON PATENTS § 5:29 (4th ed. 2007) (“Until
recently it had been considered well established that [business] methods were non-statutory.”);
Peter S. Menell, Forty Years Of Wondering In The Wilderness And No Closer To The Promised Land:
Bilski’s Superficial Textualism And The Missed Opportunity To Return Patent Law To Its Technology
Mooring, 63 STAN. L. REV. 1289, 1292-95 (2011) (tracing the roots of utility patent eligibility
and the business method exclusion); DONALD S. CHISUM, CHISUM ON PATENTS § 1.02[4], at
1-25, 26 (2009) (explaining that the “printed matter doctrine” dictates that “information
recorded in [a] substrate or medium” is not eligible for patent protection if the advance over
the prior art resides in the “content of the information”); Morton C. Jacobs, Note, The
Patentability of Printed Matter: Critigue and Proposal, 18 GEO. WASH. L. REV. 475, 476 (1950)
(noting that printed matter doctrine originated as a corollary of the exclusion of business
method from patent eligibility); Hotel Security Checking Co. v. Lorraine Co., 160 Fed. 467 (2d
Cir. 1908) (bookkeeping form); Ex parte Bierce, 1877 C. D. 46 (Comm. of Pat. 1877) (ticket);
Ex parte Berolzheimer, 1870 C. D. 33 (Comm. of Pat. 1870) (bank check); Ex parfe Abraham,
1869 C. D. 59 (Comm. of Pat. 1869) (method of using stamps to identify fraud).

53. See U.S. CONST. art. I, § 8, cl. 8.
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Figure 3: Selden’s Accounting Form
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As with the Copyright Act, Congress did not intend design patent law to
serve as a backdoor for protecting functionality. Like the Copyright Act of
1976, the 1902 design patent act aimed to protect against that very subterfuge.
As our lead paper chronicles, contemporary courts, practitioners, and treatise
writers fully appreciated that limitation. And regional circuit courts throughout
the nation guarded against such stratagems for eighty years.”

Notwithstanding the 1902 Act’s intent and the logic of the Supreme
Court’s seminal Bakerv. Selden decision, the Patent Office has taken the Federal
Circuit’s lax standards as gospel. Just last year, the Patent Office granted design
patent protection for a writing tablet that, by comparison, elevates Selden’s
forms to high art.”

54.  See Identity Crisis, supra note 1, at 28-31.
55. See U.S. Design Patent D902,303 (Nov. 17, 2020) (writing tablet with tab lines).
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Figure 4: U.S. Design Patent D902,303
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56. See Saidman, supra note 43, at 153.
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display, but for an obscure use. There is no evidence that its form appeals in
any way to the eye, or serves to commend it to purchasers and users as a thing
of beauty. There is not a scintilla of evidence that the sale of a single washer
was ever induced by reason of any attractiveness in its appearance.”’ Even the
CCPA, in an opinion penned by Judge Giles Rich, questioned the notion that
a gasket for the threaded bunghole of a fifty-five gallon drum could qualify for
a design patent.”® Yet Mr. Saidman considers granting of design patents for
bolts to be evidence of a well-functioning and balanced design patent system.

A plethora of other design patents claiming simple geometric shapes shows
just how far the design patent law has drifted from its legislative mooring.
Figure 5 illustrates some recent doozies.”

57. Bradley v. Eccles, 126 F. 945, 949 (2d Cir. 1903).

58. See In re Carletti, 328 F.2d 1020, 1022 (C.C.P.A. 1964) (observing that “[t|he
appearance of appellants’ gasket seems as much dictated by functional considerations as is the
appearance of a piece of rope, which, too, has ribs and grooves nicely arranged. The fact that
it is attractive or pleasant to behold is not enough. Many well-constructed articles of
manufacture whose configurations are dictated solely by function are pleasing to look
upon. . .. But it has long been settled that when a configuration is the result of functional
considerations only, the resulting design is not patentable as an ornamental design for the
simple reason that it is not ‘ornamental’—was not created for the purpose of ornamenting.”).

59. See U.S. Design Patent, D893,222 (Aug. 18, 2020) (“Shelf”); U.S. Design Patent,
D850,166 (Jun 4, 2019) (“Hexagonal Wire Shelf”); U.S. Design Patent, D600,944 (Sep. 29,
2009) (“Cube Shelf”).
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Figure 5: Simple Geometric Shapes

United States Design Patent  Patent No.: US D893,222 S
Tseng Date of Patent:  Aug. 18, 2020
SHELF

United States Design Patent  Patent No.: US D850,166 S
Chiang Date of Patent: Jun. 4, 2019
HEXAGONALWIRE SHELF

United States Design Patent Patent No.: US D600,944 S
McConnell et al. Date of Patent: Sep. 29, 2009
CUBE SHELF

The granting of the cube shelf design patent possibly explains the low bar
applied to Apple’s smartphone and tablet designs.

There can be little doubt that the Federal Circuit has reduced the design
patent system to a registration system with little risk of invalidation. The
Federal Circuit’s recognition of the alternative design test as a test for
ornamentality/non-functionality eligibility has overridden Congress’s intent to
ensure a meaningful constraint on design patent protection for functionality.
As we show in the lead paper, the alternative design test serves as a rubber
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stamp for design patent eligibility and imposes a nearly impossible burden on
those seeking to invalidate design patents on functionality grounds. It ignores
the possibility that some shapes are better than others. Under this test, as long
as there are alternative designs that achieve the same general function,
regardless of efficacy, the design patent is not invalid.”” As basic logic and
jurisprudence show, there are almost always alternative designs “available.”

In line with our analysis, the European Court of Justice has recently
questioned the alternative design test, also known as the multiplicity of forms
test.” In response to DOCERAM’s action asserting infringement of its EU
Community Design, CeramTex brought an invalidity counterclaim asserting
that the features of appearance of the applicable products were dictated solely
by their technical function.”” The case focused on the interpretation of Article
8(1) of the European Union Community Designs Regulation, which provides
that “[a] Community design shall not subsist in features of appearance of a
product which are solely dictated by its technical function.”” The European
Court of Justice held:

Article 8(1) of Regulation No 6/2002 excludes protection under the
law on Community designs for features of appearance of a product
where considerations other than the need for that product to fulfil
its technical function, in particular those related to the visual aspect,
have not played any role in the choice of those features, even if other
designs fulfilling the same function exist... Therefore... Article 8(1) of
Regulation No 6/2002 must be interpreted as meaning that in order
to determine whether the features of appearance of a product are
exclusively dictated by its technical function, i must be established that

60.  See Identity Crisis, supra note 1, at 61.

61. See Case C-395/16, DOCERAM GmbH v. CeramTec GmbH, EU:C:2018:172 (Mat.
8, 2018). According to a survey conducted as part of a larger legal review ordered by the
European Commission, the majority of EU industry stakeholders favored looking at the design
at hand to determine whether each feature is dictated by technical function over the alternative
designs (multiplicity of forms) test. See Legal review on industrial design protection in Europe, at 84
(Apt. 15, 2016), https://op.europa.cu/en/publication-detail/-/publication/43fd4a5c-6c26-
4639-ac92-281ab57687de. This contradicts Mr. Saidman’s and Mr. Carani’s suggestion that
their view is representative of industry preferences. Just to be clear, we do not believe that this
issue should be decided by industry preferences. Rather, courts should faithfully apply the law.
And while industry preferences are relevant to statutory reform, policymakers should ensure
that all segments of the market and society are considered.

62. DOCERAM, EU:C:2018:172, § 12.

63. Article 8(1), Council Regulation (EC) No 6/2002 of 12 December 2001 on
Community designs (O 2002 L 3, p. 5).
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the technical function is the only factor which determined those features, the
existence of alternative designs not being decisive in that regard®*

The European Court of Justice held that such interpretation is supported
by the objective reflected in the Community Designs Regulation to prevent
“technological innovation from being hampered by granting design protection
to features dictated solely by a technical function of a product”® and is in line
with Recital 10 of the Community Designs Regulation.” Essentially, the
European Court of Justice held that the functionality exclusion of Article 8(1)
is about the role of competition in promoting technological innovation. In that
context, the European Court of Justice explained that

if the existence of alternative designs fulfilling the same function as
that of the product concerned was sufficient in itself to exclude the
application of Article 8(1) of Regulation No 6/2002, a single
economic operator would be able to obtain several registrations as a
Community design of different possible forms of a product
incorporating features of appearance of that product which are
exclusively dictated by its technical function. That would enable such
an operator to benefit, with regard to such a product, from exclusive
protection which is, in practice, equivalent to that offered by a
[utility] patent, but without being subject to the conditions applicable
for obtaining the latter, which would prevent competitors offering a
product incorporating certain functional features or limit the
possible technical solutions, thereby depriving Article 8(1) of its full
effectiveness.”’

Hence, the European Court of Justice found that not only does the
alternative design test do a bad job at weeding out functionality, it is also prone
to manipulation and risks a single firm obtaining a monopoly over functional

64. DOCERAM, EU:C:2018:172, 44 31-32 (emphases added); see also id. at §Y 37-38
(“[S]uch an assessment must be made, in particular, having regard to the design at issue, the
objective circumstances indicative of the reasons which dictated the choice of features of
appearance of the product concerned, or information on its use or the existence of alternative
designs which fulfil the same technical function, provided that those circumstances, data, or
information as to the existence of alternative designs are supported by reliable evidence.
Having regard to the foregoing considerations . . . Article 8(1) of Regulation No 6/2002 must
be interpreted as meaning that, in order to determine whether the relevant features of
appearance of a product are solely dictated by its technical function, within the meaning of
that provision, the national court must take account of all the objective circumstances relevant
to each individual case. In that regard, there is no need to base those findings on the perception
of an ‘objective observer.” ).

65. Id at 9 29.

66. Council Regulation (EC) No 6/2002 of 12 December 2001 on Community designs
(OJ 2002 L 3, p. 2), Recital 10.

67. DOCERAM, EU:C:2018:172, § 30.
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features akin to a utility patent. In the BCLT Symposium discussion, Mz.
Saidman acknowledged the legitimacy of this point.*®

It is easy to see why some design patent practitioners applaud the current
lax regime. But it is difficult to see how it comports with the 1902 Act, Baker
v. Selden, or the needs of a coherent intellectual property system. Because they
specialize in the design protection field and advocate for designers,” they miss
the intellectual property forest for the design patent trees.

2. Infringement Stage Filtration Serves a 1/ital Role in Ensuring That Design
Patents Do Not Monopolize Functionality

In addition to advocating rubber stamping of all manner of functional
design patent applications, the design patent practitioners oppose bringing
functionality policy concerns into the infringement stage of analysis. In 1988,
the same year that Mr. Saidman prevailed in his appeal of Avia v. I.A. Gear,
the Federal Circuit appeared receptive to taking functionality considerations
into account in assessing infringement.”” Such an approach paralleled Judge
Learned  Hand’s  seminal  abstraction-filtration-comparison ~ (AFC)
framework,” an approach that gained renewed traction in ensuring that
copyright protection for computer software did not monopolize
functionality.”” Similarly, regional circuit courts have augmented the AFC
framework to ensure that copyrights on useful articles do not monopolize
functional features.”

68. See Practitioners and Comparative Law Panel, from 00:56:22 to 00:57:00.

69. In an effort to appear balanced, Mr. Saidman points to the Federal Circuit’s decision
in Best Lock Corp. v. ILCO Unican Corp., 94 F.3d 1563 (Fed. Cir. 1996), a case holding that the
cut pattern on a key blade is not eligible for design patent protection because it uniquely opens
a corresponding lock, as an example of a design dictated solely by functionality. He grudgingly
characterizes this case as the exception that proves the rule that neatly every design is capable
of alternative configurations. See Saidman, s#pra note 43, at 158-59 (asserting that “critics may
posit that very few visual designs do not have alternatives that perform the same function”
and “[tlhere are an infinite number of choices of product designs available to a competitor
with which it may use the same utilitarian features without copying the designet’s specific
product”).

70. See Lee v. Dayton-Hudson Corp., 838 F.2d 1186, 1188—89 (Fed. Cir. 1988).

71. See Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930).

72. See Comput. Assocs. Int’l v. Altai, Inc., 982 F.2d 693, 700, 70710 (2d Cir. 1992);
Peter S. Menell, Rise of the API Copyright Dead?: An Updated Epitaph for Copyright Protection of
Network and Functional Features of Computer Software, 31 HARV. J.L.. & TECH. 303, 329-30, 334—
36 (2018).

73. See Mattel, Inc. v. MGA Ent., Inc., 616 F.3d 904, 913—14 (9th Cir. 2010) (“If there’s
only a narrow range of expression (for example, there are only so many ways to paint a red
bouncy ball on blank canvas), then copyright protection is ‘thin’ and a work must be ‘virtually
identical’ to infringe.”); Incredible Techs., Inc. v. Virtual Techs., Inc., 400 F.3d 1007, 1015 (7th



252 BERKELEY TECHNOLOGY LAW JOURNAL [Vol. 36:231

Design patent practitioners would love a clear, bright, and broad scope of
protection.” While we certainly appreciate the benefits of clear rights, it is
important to recognize that we are operating in a domain that requires careful
balancing of competition and innovation concerns.

Navigating the design patent-utility patent boundary is analogous to
navigating copyright law’s idea-expression dichotomy and useful article
separability doctrine and trademark law’s functionality doctrine. As Judge
Learned Hand recognized nearly a century ago, achieving the proper balance
inevitably entails some subtlety, finesse, and uncertainty:

Cir. 2005) (“[Tlhe video display is afforded protection only from virtually identical copying.”);
Satava v. Lowry, 323 F.3d 805, 811 (9th Cir. 2003) (addtessing a jelly fish sculpture: “a
combination of unprotectable elements is eligible for copyright protection only if those
elements are numerous enough and their selection and arrangement original enough that their
combination constitutes an original work of authorship”); Apple Comput., Inc. v. Microsoft
Cortp., 35 F.3d 1435, 1446 (9th Cir. 1994) (“[T]here can be no infringement [of thinly protected
works] unless the works are virtually identical.”); Harper House, Inc. v. Thomas Nelson, Inc.,
889 I.2d 197, 205 (9th Cir. 1989) (addressing layout for a day planner and stating “copyright
infringement of compilations consisting largely of uncopyrightable elements should not be
found in the absence of ‘bodily appropriation of expression’ ” (quoting Worth v. Selchow &
Rughter Co., 827 F.2d 569, 573 (9th Cir. 1987)).

74. Mr. Saidman contends that courts ought not to filter out unprotectable aspects of
designs because design patents, unlike copyrights, come with a presumption of validity. See
Saidman, supra note 43, at 149, 152, 160, 161, 166. The presumption of validity applies to
validity analysis, not infringement analysis. Both valid copyrights and valid design patents are
subject to jurisprudential infringement doctrines. See Richardson v. Stanley Works, Inc., 597
F.3d 1288, 1293 (Fed. Cir. 2010) (“The district coutt here propetly factored out the functional
aspects of Richardson’s design as part of its claim construction.”); Unidynamics Corp. v.
Automatic Prods. Int’l, 157 F.3d 1311, 1323—24 (Fed. Cir. 1998) (explaining that “the accused
device must appropriate the novelty in the patented device which distinguishes it from the
prior art” (quoting Litton Sys., Inc. v. Whitlpool Corp., 728 F.2d 1423, 1444 (Fed. Cir. 1984)
(quoting Sears, Roebuck & Co. v. Talge, 140 F.2d 395, 396 (8th Cir. 1944)))); OddzOn Prods.,
Inc. v. Just Toys, Inc., 122 F.3d 1396, 1405 (Fed. Cir. 1997) (“Where a design contains both
functional and non-functional elements, the scope of the claim must be construed in order to
identify the non-functional aspects of the design as shown in the patent.”); Read Corp. v.
Portec, Inc., 970 F.2d 816, 825 (Fed. Cir. 1992) (“Where . . . a design is composed of functional
as well as ornamental features, to prove infringement a patent owner must establish that an
ordinary person would be deceived by reason of the common features in the claimed and
accused designs which are ornamental.”); Lee v. Dayton-Hudson Corp., 838 F.2d 1186, 1188
(Fed. Cir. 1988) (holding that a design patent, unlike a utility patent, limits protection to the
ornamental design of the article and “[t/hus it is the non-functional, design aspects that are
pertinent to determinations of infringement” and quoting in a footnote Hon. Giles Rich’s
statement to Congress that “the great bulk of industrial design is simply not protectable by
design patents.” (quoting Industrial Innovation and Technology Act: Hearings on S. 791 Before the
Subcomm. on Patents, Copyrights and Trademarks of the Senate Comm. on the Judiciary, 100th Cong., 1st
Sess. 8-9 (1987) (statement of Hon. Giles S. Rich))). Such doctrines play a critical role in
ensuring the integrity of the overall intellectual property system.



2021] THE DESIGN PATENT EMPEROR WEARS NO CLOTHES 253

Upon any work ... a great number of patterns of increasing
generality will fit equally well, as more and more of the incident is
left out. The last may perhaps be no more than the most general
statement of what the play is about, and at times might consist only
of its title; but there is a point in this series of abstractions where
they are no longer protected, since otherwise the playwright could
prevent the use of his ‘ideas,” to which, apatt from their expression,
his property is never extended. Nobody has ever been able to fix that
boundary, and nobody ever can.”

A filtration framework is essential to achieving balance within the
intellectual property system. Mr. Mauro and Mr. Morley’s neuroscience-based
empirical ordinary observer test (EOOT) ignores the central legal question and
brings into play a needless battle of the neuroscience experts. Even if EOOT
was reliable, which we cannot assess based on the limited disclosures in Mr.
Mauro and Mr. Morley’s paper, it provides no mechanism for assessing the
critical balances required by intellectual property law.

Design patent judges can and should use filtration to frame the
infringement analysis so as to ensure that they and their juries do not
inadvertently allow monopolization of functionality through the backdoor of
design patents. The Symposium revealed that the design patent practitioners
misapprehended the filtration framework. Using Richardson v. Stanly Works,

Ine®

to illustrate his critique of our analysis, Mr. Saidman asserted that
filtration meant airbrushing out the enfirety of the three components of the
multi-function tool design at issue.” The AFC jurisprudence does not use such

a broad-brush approach.

The litigation concerning whether the Bratz line of fashion dolls infringed
the drawings on which the dolls were based illustrates how such claim
construction can be conducted usefully in design cases.”® The copyright
protected drawings were based significantly on human features and prior
works. After extensive pre-trial briefing, the court provided the following jury
instruction to aid the jury in evaluating whether the Bratz dolls infringed the
protectable elements of the drawings:

75. Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930) (citations
omitted).

76. 597 F.3d 1288 (Fed. Cir. 2010).

77. See Practitioners and Comparative Law Panel, from 00:11:50 to 00:13:30.

78. See Bryant v. Mattel, Inc., 2011 WL 13238416 (C.D. Cal. Apr. 21, 2011); Mattel, Inc.
v. MGA Entertainment, Inc., 616 F.3d 904 (9th Cir. 2010). In the interests of full disclosure,
we note that Peter Menell consulted for MGA on the use of AFC in the Bratz litigation.
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Table 1: Jury Instruction in the Bratz Litigation79

COPYRIGHT INFRINGEMENT — PROTECTABLE/UNPROTECTABLE ELEMENTS:
DOLL DRAWINGS

Protectable Elements Include: Unprotectable Elements Include:

The precise shape, size, and placement of the | The resemblance or similarity to human form
dolls’ anatomical features (the presence of hair, head, eyes, a nose, mouth,
lips, ears, 2 neck, legs, arms, and a torso)

Hair-dos Exaggerated features, including but not limited
to an oversized head, oversized eyes, large lips,
oversized feet, slim arms, a diminished nose, and
a long torso

Face paint Idealized features, such as luscious lips, high
cheekbones, almond-shaped eyes, 2 sim waist, 2
small nose, and long limbs

Fashion outfits and accessories The idea of a young, fashion-forward female
with an attitude, and the expression traditionally
associated with that idea, including but not lim-
ited to heavy make-up, an “urban” look, defiant
poses, defiant gazes, angular eyebrows, trendy
clothing, shoes and accessories

The precise combination of features Features shared by a particular race or ethnicity
(e.g, skin tone)

Judge Carter did not airbrush out the entirety of the dolls’ forms. Rather,
he filtered out unoriginal features and unoriginal compilations of elements
while reinforcing the protection of the particular expression associated with
those features and elements.

Employing such case management procedures in design patent litigation
would substantially assist judges and juries in applying the careful balances
involved in addressing the functionality and non-originality limitations on
design patent protection. To focus the analysis for design patents, we suggest
a separability-filtration-comparison (SFC) framework. SFC begins with
separability, which has the analogous function to abstraction—but instead of
abstracting to differentiate expression (protectable) from idea (unprotectable),
separability divides the ornamental (protectable) from the functional
(unprotectable). Judges should construe the design patent claim to distinguish
between protectable and unprotectable aspects, similar to a Markman pre-trial
hearing.”

79. Bryant v. Mattel, Inc., 2011 WL 13238416 (C.D. Cal. Apr. 21, 2011) (Instruction No.
47).

80. See Peter S. Menell, Economic Analysis of Intellectual Property Notice and Disclosure, in
RESEARCH HANDBOOK ON THE ECONOMICS OF INTELLECTUAL PROPERTY LAW, VOLUME I:
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The separability/filtration framework is not merely an approach imported
from copyright. It bears similarity to copyright jurisprudence because both
regimes apply the utility patent supremacy principle reflected in Baker v. Selden.
Design patent jurisprudence has long recognized the separability imperative®!
and even some Federal Circuit cases apply separability/filtration to exclude or
discount functional features.” This line of cases should be used to correct the
Federal Circuit’s over-protective course.

SFC provides a further safety valve at the comparison stage. Where designs
are mostly functional and are only narrowly ornamental, courts should require
a higher standard of virtual identity®” rather than merely “sameness of
appearance”/substantial identity.* Similarly, although copyright law generally
refers to the standard for infringement as “substantial similarity of protected
expression,” regional circuit courts have implemented a sliding scale that
adjusts the similarity threshold to protect against overprotecting thinly
protected works. Where works are only thinly protected, courts require virtual
identity rather than merely substantial similarity.”

THEORY 453—54 (Ben Depoorter & Peter S. Menell eds., 2019) (discussing systematic judicial
procedures for determining copyright scope); Harbor Software v. Applied Sys., 925 F. Supp.
1042, 1046 (S.D.N.Y. 1996) (observing that copyright “filtration analysis is a matter of law for
the Court, rather than for the jury” based on an analogy to Markman v. Westview Instruments,
517 U.S. 370 (1996)).

81. See Baker v. Hughes-Evans Co., 270 F. 97, 99 (2d Cir. 1920) (explaining that “it is
not true that the design can ever be used to appropriate (pet se) the mechanical function. The
two inventions must be separable; otherwise, it would be a contradiction in terms to grant two
patents for them.”).

82. See Richardson v. Stanley Works, Inc., 597 F.3d 1288, 1293 (Fed. Cir. 2010);
Unidynamics Corp. v. Automatic Prods. Intll, 157 F.3d 1311, 1323-24 (Fed. Cir. 1998);
0ddzOn Prods. v. Just Toys, 122 F.3d 1396, 1405 (Fed. Cir. 1997); Read Corp. v. Portec, Inc.,
970 F.2d 816, 825 (Fed. Cir. 1992); Lee v. Dayton-Hudson Corp., 838 F.2d 1186, 1188 (Fed.
Cir. 1988).

83. See Applied Arts Corp. v. Grand Rapids Metalcraft Corp., 67 F.2d 428, 430 (6th Cir.
1933) (““The patented design is comparatively simple, and without ornamentation. In the main
its configuration is made imperative by the elements which it combines and by the utilitarian
purpose of the device. It was certainly not the intent of the law to grant monopoly to purely
conventional design which is in itself little more than a necessary response to the purpose of
the article designed. The scgpe of a design patent, as well as its originality, must depend on
something more than this.” (emphasis added)); Theodore W. Foster & Bro. Co. v. Tilden-
Thutber Co., 200 F. 54, 56 (1st Cir. 1912) (noting a design patent “would cover the new shape
or configuration only in its ornamental and not in its merely useful aspect, nor would it be
infringed by an article securing the same merely useful result through shape or configuration,
unless so nearly the same in appearance as to come within Gorbam Co. v. White” (citation
omitted)).

84. See Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 670 (2008).

85. See Mattel, Inc. v. MGA Ent., Inc., 616 F.3d 904, 913—14 (9th Cir. 2010) (“If there’s
only a narrow range of expression (for example, there are only so many ways to paint a red
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At the Symposium, Mr. Carani and Mr. Saidman contended that using a
filtration framework would be out of step with design protection standards.*
However, as Professor Estelle Derclaye pointed out” and as explicated in Mr.
Carani’s edited book about functionality in design rights,” European Union
design law applies filtration to designs that include unprotectable functional
features. Moreover, Recital 10 of the European Union Community Designs
Regulation specifically instructs:

Technological innovation should not be hampered by granting
design protection to features dictated solely by a technical function.
It is understood that this does not entail that a design must have an
aesthetic quality. Likewise, the interoperability of products of
different makes should not be hindered by extending protection to
the design of mechanical fittings. Consequently, those features of a design
which are excluded from protection for those reasons should not be taken into
consideration for the purpose of assessing whether other features of the design fulfil
the requirements for protection.””

Thus, the European Union considers filtration to be an appropriate, indeed
essential, part of a balanced design protection regime.”

Mr. Carani also contended that filtration would run against the need to
look at the design “as a whole.” He argued that designs should not be
dissected, as all parts of a given design patticipate in the visual end result.”’ We

bouncy ball on blank canvas), then copyright protection is ‘thin’ and a work must be ‘virtually
identical’ to infringe.”); Incredible Techs., Inc. v. Virtual Techs., Inc., 400 F.3d 1007, 1015 (7th
Cir. 2005) (“[Tlhe video display is afforded protection only from virtually identical copying.”);
Satava v. Lowry, 323 F.3d 805, 812 (9th Cir. 2003); Apple Comput., Inc. v. Microsoft Corp.,
35 F.3d 1435, 1446 (9th Cir. 1994) (“[T]here can be no infringement [of thinly protected
works] unless the works are virtually identical.””); Harper House, Inc. v. Thomas Nelson, Inc.,
889 F.2d 197, 205 (9th Cir. 1989) (“[Clopyright infringement of compilations consisting largely
of uncopyrightable elements should not be found in the absence of ‘bodily appropriation of
expression.” ” (quoting Worth v. Selchow & Rughter Co., 827 F.2d 569, 573 (9th Cir. 1987)));
Data E. USA, Inc. v. Epyx, Inc.,, 862 F.2d 204, 209 (9th Cir. 1988) (applying a heightened
infringement standard for evaluating thinly protected works, such as the audiovisual elements
for a videogame).

86. See Practitioners and Comparative Law Panel, e.g., from 00:15:15 to 00:15:48 (Mz.
Carani) and from 00:11:50 to 00:13:30 (Mr. Saidman).

87. See Practitioners and Comparative Law Panel, from 1:04:48 to 1:12:26, and Professor
Estelle Derclaye’s slides, at slide 7.

88. See Susie P. Arnesen, Eurgpean Union, in DESIGN RIGHTS: FUNCTIONALITY AND
SCOPE OF PROTECTION 53-82 (Christopher V. Carani ed., 2017).

89. See Council Regulation (EC) No 6/2002 of 12 December 2001 on Community
Designs (O] 2002 L 3, p. 1), Recital 10 (emphasis added).

90. See supra text accompanying notes 61-68.

91. See Carani, supra note 43, at 217 (“But the concern over the inclusion of individual
features having appearances that are driven partially, or even wholly, by functional
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disagree for several reasons. First, Section 171 does not restrict the
ornamentality/non-functionality examination.

Second, design patents are often obtained for a specific part, component, or
feature of a design for an article of manufacture, and therefore often do not
represent the whole design of such an article.”” Many designs, by virtue of
including claimed and unclaimed parts, protect distinct features and not whole
designs. There is no point in treating partial designs as “whole.”””

Third, when conducting a novelty or non-obviousness examination, the
design patent examiner or the court considers distinct features of previous
designs as prior art and does not merely look at previous designs “as a whole.”
Since a novelty or non-obviousness examination is in essence a backward-
looking infringement examination, infringement analysis should follow a
similar logic. In other words, just as a patent examiner or an accused device
maker can raise Section 102 or 103 arguments against a design patent applicant
or design patentee seeking to monopolize a design, the accused device maker
ought to be able to dissect the claimed design into relevant and non-relevant
clements as part of its infringement defense. Although the Federal Circuit
rejected the “point of novelty” test and instructed lower courts to view design

consideration is often the cited reasoning for engaging in the wrongful filtration practice. It
cannot be overemphasized that the ‘right to exclude’ afforded by a design patent claim extends,
and only extends, to the design as a whole, as claimed; the design patent claim does not provide
any independent protection for individual visual features thereof. Accordingly, no individual
visual featutes of the overall claim should be filtered out. A design patent claim rises and falls
on its overall appearance. All or nothing at all.” (emphasis in original)).

92. See, e.g., Ms. Elizabeth Ferill’s comment in the Practitioners and Comparative Law
Panel, starting on 11:13:45; see also In re Zahn, 617 F.2d 261, 268 (C.C.P.A. 1980).

93.  See Sarah Burstein, Whole Designs, 92 U. Colo. L. Rev. 182, 191 (2021) (“Importantly,
for both continuation and other applications, neither the USPTO nor the Federal Circuit limit
fragment claims to important, distinctive, or salient design features. So it is not unusual for
applicants to claim very small or visually insignificant fragments of a larger design.”). Professor
Sarah Burstein points out that this is problematic for ever-greening reasons. See id. at 191-92;
Sarah Burstein, How Design Patent Law Lost Its Shape, 41 Cardozo L. Rev. 555, 603—04 (2019)
(“One limit on continuation and divisional applications is that they are not supposed to contain
any ‘new matter.” According to the USPTO, changing a solid line to a broken line or vice versa
in a design patent drawing does not constitute the addition of ‘new matter.” Therefore, an
applicant can significantly alter the scope of their claims over time by filing a string of related
applications with different lines—or parts thereof—shown in solid and broken lines. This
‘daisy-chain’ technique allows design patent applicants to claim basically whatever they want,
whenever they want. They can even go back to the USPTO and capture competing products
that were introduced after the first design patent application was filed—even if those
competing products did not infringe the original patent claim.”(citations and some quotation
marks omitted)).
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patents as a whole in Egyptian Goddess,”* the court recognized and endorsed the
use of filtration in infringement analysis.”

Fourth, and most importantly, when form and function merge—whether
it happens in a partial or a whole design—protecting the form is protecting the
function. Thus, unless such design meets the higher threshold of utility patents,
design patent protection would constitute a “surprise and a fraud upon the

public””® and undermine legitimate free market competition.

The design patent practitioners also contend that filtration analysis leads
to broader claim scope by recognizing protection for components of overall
designs and undermines the statutory presumption of validity.”” Neither
assertion holds water if courts faithfully conduct their analysis. Filtering out
elements that should not have been granted protection in the first place is not
a problem. Similarly, claim construction does not undermine the presumption
of validity. It is an essential part of faithfully implementing patent law.

94. See Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 67279 (Fed. Cir. 2008) (en
banc).

95. See Identity Crisis, supra note 1, at 82; Egyptian Goddess, Inc., 543 F.3d at 680 (“Apart
from attempting to provide a verbal description of the design, a trial court can usefully guide
the finder of fact by addressing a number of other issues that bear on the scope of the claim.
Those include such matters as describing the role of particular conventions in design patent
drafting, such as the role of broken lines, see 37 C.F.R. § 1.152; assessing and describing the
effect of any representations that may have been made in the course of the prosecution history

. and distingnishing between those features of the claimed design that are ornamental and those that are
purely functional . . . . (emphasis added)).

96. Baker v. Selden, 101 U.S. 99, 102 (1879).

97. For the argument that filtration leads to broader claim scope, see, for example,
Carani, supra note 43, at 216—17 (“Filtering out visual elements leads to unwanted and
unintended consequences such as broadening the design patent claim beyond that which the
patentee created, and that which the [USPTO] examined and granted.”), and at 228Feature
filtration leads to an unwanted, post hoc, broadening of the design patent claim.”); Saidman,
supra note 43, at 151 (“[TThe scope of the patent is broader if utilitarian elements are not part
of the claim; convetsely, the more utilitatian elements that are included in the claim the more
narrow is the claim, having the effect of limiting the universe of products that might infringe
it.”). Mr. Saidman and Mr. Carani offer similar comments on the Practitioners and
Comparative Law Panel, from 1:12:40 to 1:13:23. For the argument that filtration undermines
the statutory presumption of validity, see Carani, supra note 43, at 226 (“[T]he presumption of
validity and its underpinnings easily fall apart under the feature filtration approach because a
judicially construed claim (with portions of the whole ‘factored out’) can be fundamentally
different from the claim examined and issued by the USPTO.”), and Ms. Ferill’s and Mr.
Carani’s comments in the Practitioners and Comparative Law Panel, from 1:13:24 to 1:15:44.
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B. PROFESSOR MCKENNA’S CRITIQUE OF THE LLESSONS FROM
COPYRIGHT AND TRADEMARK LAW AND APPARENT DEFENSE OF
DESIGN PATENT PROTECTION FOR FUNCTIONALITY

Although Professor McKenna agrees with much of our analysis, we
disagree with aspects of his commentary. At several places he substitutes
inaccurate characterizations for our position, as we explain below. To the
extent that Professor McKenna contends that the 1902 Act, the regional case
law pre-Federal Circuit, or Baker v. Selden support or enable affording
protection for functionality under design patent law, we strongly disagree.
Furthermore, we are skeptical that extending design protection to encompass
functionality, as Professor McKenna seems to suggest, would be sound
intellectual property policy.

Professor McKenna begins his commentary by asserting that the design
patent regime is not copyright-based, suggesting we claim that design patents
foday are really, positively, a form of copyright protection.” To be cleat, we fully
recognize that design patents are governed by Title 35 and not Title 17 of the
U.S. Code, but for purposes of the functionality inquiry, it is a distinction
without a difference. Appearances, labels, and U.S. Code designations can be
deceptive. That is the reason for our reference to design patent law’s identity
erisis. Our article presents two principal lines of analysis, one historical and one
substantive. As regards history, the design patent statute was modeled after the
English design copyright statute and in its early draft proposed a “sole and
exclusive copy-right” for the proprietor of any “new and original design” for
specified articles of manufacture.” The 1902 Act, as faithfully interpreted by
regional circuit courts, implemented a parsimonious approach to design patent
protection that respected the utility patent supremacy principle. Unfortunately,
the Federal Circuit ignored and misread the statute and that jurisprudence. As
regards the substance (design patent subject matter), the design patent regime
is far closer in character and prudential concerns about eligibility to the
copyright regime than it is to utility patents. Professor McKenna appears to
agree with us on both lines of analysis.

Professor McKenna defends design patent protection for functionality. He
supportts this position by contending that the central problem in intellectual
property law’s treatment of design is the perception that ornamentality and
functionality are opposites.'”
and functionality are inherently opposite. Professor McKenna acknowledges

Just to be clear, we did not suggest ornamentality

98. See McKenna, supra note 45, at 195.
99.  See Identity Crisis, supra note 1, at 9.
100. See McKenna, supra note 45, at 197.
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that ornamentality and functionality can be antipodal and offers little
explanation for why this distinction is of great significance for design patent
law. Based on other aspects of design patent law and the history surrounding
the ornamentality/non-functionality issue, we are skeptical that renewed focus
on ornamentality as an aesthetic requirement is worth the candle for the
following reasons.

As we explain in the lead paper, judges shifted their focus from assessing
ornamentality to non-functionality relatively soon after the passage of the 1902
Act for the pragmatic reason that they were ill-equipped by training to assess
art.'”! Justice Oliver Wendell Holmes warned the same in a contemporaneous
copyright case: “[i]t would be a dangerous undertaking for persons trained only
to the law to constitute themselves final judges of the worth of pictorial
illustrations, outside of the narrowest and most obvious limits.”'"® Professor
McKenna suggests that courts once treated ornamentality as a meaningful
concept distinct from non-functionality,'” but the cases he invokes do not
support this point. In one case the court pointed out that there are articles so
clearly functional that their design could not ever be considered ornamental.'”*
Other cases exemplify how the ornamentality rubric, when detached from
non-functionality, becomes empty and useless.'” Furthermore, if
ornamentality meant simply having a visual effect on an observer,'” then it is
a low threshold and overlaps with the originality requirement. It is also
reminiscent of the matter of concern doctrine, which equates ornamentality
with mere visibility."” Professor McKenna does not explain why

101.  See Identity Crisis, supra note 1, at 30-31.

102. Bleistein v. Donaldson Lithographing Co., 188 U.S. 239, 251 (1903).

103. See McKenna, supra note 45, at 198-99.

104. See id. at 198 n.17 and accompanying text. At footnote 17, Professor McKenna cites
Theodore W. Foster & Bro. Co. v. Tilden-Thurber Co., 200 F. 54, 56 (1st Cir. 1912), where the court
says, after giving a list of examples for such type of articles, that “[t]he shape or configuration
of such articles can have value only in so far as it may make them more wseful.” Id. (emphasis
added).

105, See McKenna, supra note 45, at 199 nn. 18—19 and accompanying text. The question
of whether the appearance of the article drove its sales was quickly abandoned by courts, and
it is unclear that it was ever a good or feasible distinction or how it brought meaning to the
ornamental rubric. And requiring that designs be “not ugly” is both an extremely low bar and
the sort of art assessment that judges did not feel comfortable making, as we explain above.

106.  See McKenna, supra note 45, at 198-99 nn. 17-19 and accompanying text.

107. See In re Stevens, 173 F.2d 1015, 1016 (CCPA 1949) (noting that “that articles which
are concealed or obscure in normal use are not proper subjects for design patents, since their
appearance cannot be a matter of concern”); Bradley v. Eccles, 126 F. 945, 949 (2d Cir. 1903)
(invalidating the coupling washer because it “is not intended for display, but for an obscure
use”); Jason J. Du Mont & Mark D. Janis, Functionality in Design Protection Systems, 19 J. INTELL.
PrOP. L. 261, 269—71 (2012) (tracing the history of the doctrine and noting that “several
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acknowledging that ornamentality and functionality need not be opposites
adds much to the clarification or interpretation of design patent law. Nor does
he address the legislative intent behind the addition of the ornamentality
requirement, which aimed at drawing a fundamental line between utility patent
protection and design patent eligibility.'”

In our view, it continues to make sense to view ornamentality principally
as a channeling doctrine that excludes functionality and maintains utility patent

supremacy. That was Commissioner Allen’s intention in advocating what
became the 1902 Act.

Surprisingly, Professor McKenna argues that the “ornamentality” and
“functionality” inquiries are comparably subjective as a central pillar of his
critique.'” While we believe that the courts can better elucidate some
functionality questions, we do not find Professor McKenna’s argument
persuasive. Sometimes at the margins functionality questions can be context-
dependent or a matter of intellectual property policy, but functionality is hardly
as subjective as ornamentality. Functionality principally relates to mechanical
engineering, whereas ornamentality relates to aesthetics. It is comparatively
easy to recognize functionality, as is also evident in the anecdotal cases
Professor McKenna presents.'"” On the contrary, recognizing ornamentality
(in the sense of beauty or art, and not in the sense of non-functionality) is a
subjective task which makes it incoherent and difficult to apply, as reflected in
judges’ disinclination to assess artistic expression or aesthetics.""' The focus on
functionality aligns with the 1902 Act. Courts can and should develop a clearer
interpretation of functionality, but the perfect ought not be the enemy of the
good'"? and the utility patent supremacy principle illuminates the path.

decades of effort to wrest legal standards from the ornamentality rubric has yielded little
progress. Construed as a referendum on visual aesthetics, ornamentality fails because it is too
subjective.”).

108.  See Identity Crisis, supra note 1, at Part I11.

109.  See McKenna, supra note 45, at 199—206.

110. See id..

111. In this regard, the Supreme Court’s recent decision in Google LLL.C v. Oracle America,
Inc., 141 S. Ct. 1183 (2021), illustrates the difference. Although it might have been better for
the Court to have held categorically that interface declarations are ineligible for copyright
protection, the Court emphasizes a wide range of evidence bearing on the functionality of the
Java declarations in ruling that Google’s copying of the declarations constituted fair use. See
Peter S. Menell, Google v. Oracle and the Grateful (API) Dead: What a Long Strange Trip 1t’s Been,
127 S.F. DAILY JOURNAL No 69, at 1 (Apr. 21, 2021).

112. Scholars have long recognized the difficulty of providing a “perfect” definition of
functionality, but that is not a persuasive reason to abandon the effort. Drawing on the lessons
of copyright and trade dress jurisprudence, we identify numerous tools and approaches for
promoting coherence. Somewhat like Judge Learned Hand’s seminal observation about the
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As we discussed above,'” the European Union regime has a similar
approach. As directed in Recital 10 of the European Union Community
Design Regulation, “[t]echnological innovation should not be hampered by
granting design protection to features dictated solely by a technical function.
It is understood that this does not entail that a design must have an aesthetic

quality.”“4

Much of Professor McKenna’s response discusses a few flawed copyright

and trade dress cases to imply that our endorsement of the utility patent

115

supremacy channeling principle jurisprudence’” will founder. Professor

idea expression dichotomy, “[nJobody has ever been able to fix that boundary, and nobody
ever can.” Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930).

113.  See supra text accompanying notes 61-67.

114. Council Regulation (EC) No 6/2002 of 12 December 2001 on Community Designs
(O] 2002 L. 3, p. 1), Recital 10.

115. See Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1201, 1202 (2021) (finding
that Google’s copying of the Java API declarations was fair use significantly because they are
“inextricably bound together with a general system, the division of computing tasks,” “idea of
organizing tasks into what we have called cabinets, drawers, and files,” and “the use of specific
commands known to programmers”; observing that “the declaring code is, if copyrightable at
all, further than are most computer programs (such as the implementing code) from the core
of copyright”); TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33-34 (2001)
(explaining that trade dress does “not bar competitors from copying functional product design
features” and that there is “no need” “to engage ... in speculation about other design
possibilities”); Leatherman Tool Grp., Inc. v. Cooper Indus., Inc., 199 F.3d 1009, 1011-12,
1013 (9th Cir. 1999) (observing that “the protection for source identification must be balanced
against ‘a fundamental right to compete through imitation of a competitor’s product,” ” and
that a trade dress, taken as a whole, is functional if it is “in its particular shape because it works
better in this shape”); Lotus Development Corp. v. Borland Int’l, Inc., 49 F. 3d 807, 815-19
(Ist Cir. 1995) (holding a menu command hierarchy is an uncopyrightable method of
operation), aff’d by an equally divided court, 516 U.S. 233 (1996); Comput. Assocs. Int’l v. Altai,
Inc., 982 F.2d 693, 709—10 (2d Cir. 1992) (holding that copyright protection did not extend to
“extrinsic considerations such as (1) the mechanical specifications of the computer on which
a particular program is intended to run; (2) compatibility requirements of other programs with
which a program is designed to operate in conjunction; (3) computer manufacturers’ design
standards; (4) demands of the industry being serviced; and (5) widely accepted programming
practices within the computer industry”); Sega Enters. v. Accolade, Inc., 977 F.2d 1510, 1522
(9th Cir. 1993) (ruling that the “functional requirements for compatibility with the Genesis
[video game console are] aspects of Sega’s programs that are not protected by copyright”
(citing 17 U.S.C. § 102(b)); Baker v. Selden, 101 U.S. 99, 102 (1879) (“To give to the author of
the book an exclusive property in the art described therein, when no examination of its novelty
has ever been officially made, would be a surprise and a fraud upon the public. That is the
province of [utility] patent, not of copyright. The claim to an invention or discovery of an art
or manufacture must be subjected to the examination of the [utility division of the] Patent
Office before an exclusive right therein can be obtained; and it can only be secured by a patent
from the government.”).
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McKenna overlooks the most authoritative cases'® and our criticism of
copyright and trade dress cases that diverge from that principle. Just to be
clear, we do not endorse the Supreme Court’s Star Athletica decision'” and are
not suggesting that design patent law follow its confusing analysis. That
decision also offers little if any purchase on three-dimensional designs.
Importantly though, Professor McKenna agrees with our critique of the

alternative design test.'

Professor McKenna devotes the remainder of his response to arguing for
a lower threshold for design patent eligibility than that reflected in the
copyright and trade dress regimes as a gap filler. The key difference between
our views is that Professor McKenna thinks that design patent law, in contrast
to copyright law and trade dress law, fills a product configuration gap.'”” But
Professor McKenna is not dealing with the actual law, but a post hoc

rationalization for design patent law. !

As our article explains, the 1842 Act was originally modeled after copyright
law, not utility patent law. It was meant to fill a gap in copyright protection at
that point in history with a copyright-type design protection regime. Although
copyright and trademark law later expanded to cover design, Congress never
amended design patent law to encompass functionality. To the contrary, the
1902 Act is where Congress last confronted functionality in the context of the
design patent regime. Regional appellate courts interpreted the 1902 Act
faithfully to exclude functionality for 80 years. Congress has thus far declined
efforts to expand such protection. The fact that design patent, copyright, and

116.  See id.

117. 137 S. Ct. 1002 (2017).

118. See McKenna, supra note 45, at 206—10.

119. See McKenna, supra note 45, at 209 (asserting that “it’s notable that configuration has
always been design patent subject matter, and the drafters of the original design patent statute
believed that form of protection filled a gap precisely because configuration was #o# copyright
or trademark subject matter”); 7. at 210 (“Design patent law was created to fill a perceived
gap—to offer protection for designs that were not protected by utility patent, copyright, or
trademark law.”).

120. See Peter S. Menell & Daniel Yablon, Star Athletica’s Fissure in the Intellectual Property
Functionality Landscape, 166 U. PA. L. REV. ONLINE 155, 158—61(2017) (explaining that
Professor McKenna mistakenly argued that “the union of form and function can readily be
protected through the law of design patent, as Congress intended’ and citing Brief Amicus Curiae
on Behalf of Intellectual Property Professors in Support of Petitioner at 4-6, Star Athletica,
LILC v. Varsity Brands, Inc., 137 S. Ct. 1005 (2017) (No. 15-866), 2016 WL 8118845, at 15 (citing
Mark P. McKenna & Katherine J. Strandburg, Progress and Competition in Design, 17 STAN. TECH.
L. REV. 1, 48-51 (2013) (emphasis added)). Note that Professors McKenna and Strandburg
do not claim in their article that design patent protection as currently interpreted covers
functional features. Rather they advocate that such protection would promote “integration of
form and function.” McKenna & Standburg, 7. at 48-51.
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trade dress overlap does not justify courts affording design patent protection
for functional designs in direct conflict with the 1902 Act and the utility patent
supremacy principle. Rather, the Federal Circuit should apply the channeling
principle, as regional circuit courts and the Supreme Court have done when
creators have sought to protect functionality through copyright or trade dress
law. Implementing such guardrails in the design patent regime is essential to
restoring coherence and balance to the intellectual property system.

Professor McKenna offers two policy justifications for a permissive design
patent functionality doctrine. First is that “the availability of design patents,
with their limited duration and narrow scope, partly justifies limitations on
trade dress protection for product designs,” citing the Supreme Court’s Samara
decision.”” The reference to Samara is hardly support for this proposition. The
pertinent passage from Samara explains:

It is true, of course, that the person seeking to exclude new entrants
would have to establish the nonfunctionality of the design feature
... Competition is deterred, however, not merely by successful suit
but by the plausible threat of successful suit, and given the
unlikelihood of inherently source-identifying design, the game of
allowing suit based upon alleged inherent distinctiveness seems to us
not worth the candle. That is especially so since the producer can
ordinarily obtain protection for a design that is inherently source
identifying (if any such exists), but that does not yet have secondary
meaning, by securing a design patent or a copyright for the design—
as, indeeg,2 respondent did for certain elements of the designs in this
case. . ..

The Supreme Court’s reference to the availability of copyright protection for
nonfunctional designs contradicts Professor McKenna’s point; the Samara
court did not suggest that copyright—or design patents—protect functional
features, and as for limited duration, life of the designer plus 70 years is not
very limited.

Professor McKenna’s second justification for a more permissive design
patent functionality doctrine is that “modern designers often affirmatively seek
to integrate form and function, and aggressively disqualifying features that play
any role in the function of an article would eliminate design patent protection
for all such designs.”* It is not surprising that designers advocate for broad
protection for their works, just as other creators and inventors have advocated

121. See McKenna, supra note 45, at 210 n. 72 (“[Wal-Mart Stores, Inc. v. Samara Bros., Inc.
notles] that the availability of design patent protection for product designs ameliorates any
unfairness in refusing protection for any designs that lack secondary meaning].]”).

122. Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 214 (2000).

123. McKenna, supra note 45, at 209.
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for longer and broader protection for their works. Designers’ arguments have
repeatedly been brought to Congress’s attention, as have the contentions of
consumers, competing manufacturers, and insurers opposing expanding
design protections.'**

Professor McKenna suggests our view is an extreme position, tantamount
to rejecting design protection for “configuration (save, perhaps, busts and
statues).”'® As reflected in Figure 6, there are many product configurations
beyond busts and statues for which the ornamental features are separable from

the functional elements.'*

124, See Steven Wilf, The Making of the Post-War Paradign in American Intellectual Property Law,
31 CoLuM. J.L.. & ARTS 139, 184-90 (2008) (chronicling the failed efforts to expand design
protection through legislation and private cartels during the eatly to mid-twentieth century);
Goldenberg, supra note 48 (cataloging dozens of failed design protection bills dating the
beginning of the 20th century).

125. See McKenna, supra note 45, at 210.

126. See, eg, House of Antique Hardware, Decorative Door Knobs, https://
www.houseofantiquehardware.com/decorative-metal-doot-knobs (last visited Nov. 14, 2021);
Metal Mosaic Outdoor Furniture, https:/ /www.lakeside.com/atalog/
productDetailPage.jsp?productld=prod4080102&_requestid=8289086 (last visited Nov. 14,
2021).
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Figure 6: Ornamental, Nonfunctional Chair Design

And there are numerous sculptures that are not functional, even though they
have functional components.'”” Furthermore, and critically, utility patent law
is available to protect aspects of articles of manufacture that combine form
and function in novel and non-obvious ways. If a designer cannot meet those
requirements for inseparable features, then the designer must face free market

127. See, eg, Alexander Calder, Mobile (1932), https://www.tate.otg.uk/art/artworks/
calder-mobile-101686 (last visited Nov. 14, 2021); Jean Tinguely, La Tour (Bern Zytglogge)
(1960), https:/ /aestheticamagazine.com/jean-tinguely-hauset-wirth-frieze-masters-london-2/
(last visited Nov. 14, 2021).
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competition. First-mover advantage and reputation can provide an edge, but
the designer cannot leverage design patent protection to bar competition for
separable or inseparable functional elements. As our article reveals, it was the
creation of the Federal Circuit, with exclusive appellate jurisdiction over
patents, that vastly expanded design patent protection into the realm of
functionality, not legislative change nor a sudden interpretive realization at the
Federal Circuit or the Supreme Court. While Professor McKenna
acknowledges the utility patent supremacy principle, his suggestions operate in
the opposite direction and effectively nudge design patent law over the
functionality line.

The proper approach is to interpret intellectual property laws faithfully—
L.e., to exclude protection for functional features outside of the utility patent
regime. Neither design patent law, trade dress law, nor copyright law protect
functional elements of designs. The fact that they have different durations does
not alter the essential utility patent supremacy principle needed for a coherent
intellectual property system. Until Congress takes up design protection reform,
courts should apply the law as written. The Federal Circuit’s lack of
appreciation for the statutory basis for design patent protection and the rich
regional circuit jurisprudence ought to be corrected, not condoned.

Professor McKenna’s implication at the end of his commentary that it is
copyright protection, and not design patent protection, that is the real
overprotection culprit in the design field does not bear scrutiny and
undermines his central line of argument against aligning design patent
functionality doctrine with copyright’s useful article doctrine. First, the
Compendinm of U.S. Copyright Practices,” in contrast to the Manual of Patent
Examining Procedure,” implements limiting doctrines in relatively clear and
concise terms. As regards originality, the Compendinm states that copyright law
does not protect “words and short phrases,” “familiar symbols and
dCSigﬂS,”Bl 13 5132 133

blank forms,

mere variations of coloring,
134 : 1PN : : :
and common geometric shapes, “either in two-dimensional or

spatial format and layout design,

128. See U.S. COPYRIGHT OFFICE, COMPENDIUM OF U.S. COPYRIGHT PRACTICES (Jan.
2021), https:/ /www.copyright.gov/comp3/ (hetreinafter “COMPENDIUM”).

129. See U.S. PATENT AND TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING
PROCEDURE (June 2020), https://www.uspto.gov/web/offices/pac/mpep/index.html.

130. See COMPENDIUM, s#pra note 128, at § 313.4(C).

131. Id. at § 313.4()).

132. Id. at § 313.4(K).

133. Id. at § 906.5.

134. Id. at § 906.6.
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three-dimensional form.”"” As Figures 4 and 5 illustrate, the Patent Office
applies no such limitations, notwithstanding that the design patent statute
specifically requires that articles of manufacture be original to obtain design
patent protection. Furthermore, the Compendinm also sets forth guidelines for
assessing separability.'*

Second, the Patent Office has shown far greater propensity to protect
functionality through design patent grants than has the Copyright Office
through its registration system. Recent examples illustrate this point. In 2015,
Universal Robots (UR) sought to register its “UR5” robot arm as a sculptural
work.

135. Id. at §906.1 (noting that “[tlhere are numerous common geometric shapes,
including, without limitation, straight or curved lines, circles, ovals, spheres, triangles, cones,
squares, cubes, rectangles, diamonds, trapezoids, parallelograms, pentagons, hexagons,
heptagons, octagons, and decagons”).

136. 1d. at §§ 924-25.
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Figure 7: Universal Robot “UR5” Robot Arm

The Copyright Office refused registration on the ground that UR5 “is a
‘useful article’ which does not contain any separable authorship.”””” Universal
Robots appealed the decision to the Copyright Office in April 2016, arguing
that the UR5 contains conceptually separable artistic elements that are not
necessary to its performance of its utilitarian function, namely its “raised
circular caps containing the stylized ‘UR’ design,” and the “I” shaped,
modular interlocking wrist.”"” The Copyright Office affirmed its rejection,
explaining that the UR5 “does not contain any separable, copyrightable
features” because “the caps and wrist of the arm are both integrated parts of

137. See Letter from Larisa Pastuchiv, Registration Specialist, to Cynthia Walden (Jan. 5,
2016), quoted in Catherine Rowland, Copyright Office Review Board, Re: Second Request for
Reconsideration for Refusal to Register UR5; Correspondence ID: 1-1SJKBAB; SR # 1-
2982365095 (Oct. 23, 2017) at 2, https://www.copytight.gov/rulings-filings/review-board/
docs/ut5.pdf.

138, See id.
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the ‘overall shape’ of the arm.”"”” In September 2016, Universal Robots filed a
second appeal for reconsideration, in which it contended that since the blue
caps are “capable of being physically removed from the robotic arm without
altering the useful aspects of the article” and “are not necessary to the
utilitarian functioning of the device,” they are “conceptually separable, artistic
and protectable.”'* Universal Robots also asserted that the T-shaped piece was
“designed to achieve a sleek, modem and aesthetically pleasing appearance,” is
“not necessary to the utilitarian function of the article,” and could have been
designed in many other ways, rendering this part protectable as well. Universal
Robots claimed that these elements of the Work “embody more than the mere
‘modicum’ of creativity that is required for copyright registration,” highlighting
that the designers are Danish and inspired by the Danish Modem movement.'*!

In rejecting the second appeal, the Copyright Office concluded, based on
the Supreme Court’s Star Athletica decision, “that the elements Universal
Robots identifies as expressive—namely the plastic caps and the T-shaped
piece—could be visualized as works of authorship separate and independent
from the Work’s utility.”'** And that “[e]ven if those features could be deemed
separable, however, they simply are not sufficiently original to warrant
copyright protection.”'*’

Minding a gap that should not exist, Universal Robots filed a design
application for the UR5 in January 2020."** The Patent Office granted the
design patent in April 2021.'

139. See Letter from Stephanie Mason, Attorney-Advisor, to Cynthia Johnson Walden
(Aug. 12, 2016), quoted in 7d. The Copyright Office also noted that the UR logo “does not
reflect a sufficient amount of original and creative authorship to support a copyright
registration” because it consists only of the stylized letters “U” and “R” centered within a
square, and “typographic ornamentation [and] lettering” are not copyrightable. Id.

140. See id.

141. See id.

142. Id. at 5.

143. Id.

144. See U.S. Design Patent No. D915,487 (Apr. 6, 2021).

145. See id.
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Figure 8: Universal Robot Design Patent

Robotic arms with similar functional configuration have long been the
subject of utility patents.'*

This pattern of copyright registration refusal/design patent grant is,
unfortunately, a common occurrence. Figure 9 shows six other designs that
were refused copyright registration on functionality grounds and granted

design patent protection in recent years: an oil filter change device (funnel),"’

146. See, eg, U.S. Patent No. 4,273,506 (Jun. 16, 1981) (“Industrial Manipulator for
Placing Articles in Close Proximity to Adjacent Articles”).

147. See Copyright Review Board Decision, Second Request for Reconsideration for
Refusal to Register Filter Funnel (SR 1-7786584619) and Plier Pro (SR 1-7648505741);
Correspondence ID: 1-3X5PEX1 (May 18, 2021) (affirming refusal to register an orange
funnel with a broad, U-shaped body that narrows into a spout; finding that the device’s
“shapes, curvatures, lengths, and angles allow it to fit in place around a motorcycle filter and
guide fluid into a single point for draining and refilling liquid” and that the device “has straight
and curved lines, many of which are symmetrical while others are consistent with the shape of
a  funnel”), https://www.copytight.gov/rulings-filings/review-board/docs/ filter-funnel-
plier-pro.pdf; U.S. Design Patent D697,539 (Jan. 14, 2014).
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' 2 hub cap/wheel design,' a tool storage rack," a shipping

and a pillow."”

a vehicle light,

151
box,

148.  See Second Request for Reconsideration for Refusal to Register D SERIES, SR # 1-
7651878481; D SERIES FLUSH MOUNT, SR # 1-7651972429; Correspondence ID: 1-
3RESXKF (Oct. 20, 2020) (explaining that the Board “is skeptical that the Works contain
separable elements”; noting that “the shape of the lights’ outer casing is useful in that it
protects the mirror, bulbs, and wiring. Similarly, the six screws, which ‘attach the faceplate to
the body of the lamp,” ... serve the useful function of attaching the face to the body and
holding the lights together. The Works’ fins also appear to serve the useful purpose of allowing
heat to escape from the body to cool the bulbs. Because of the elements’ clear utilitarian
functions, the Board is doubtful that they have ‘the capacity to exist apart from the utilitarian
aspects’ of the light and stand ‘on [theit] own’” (quoting Star Athletica, 137 S. Ct. at 1010);
concluding that the Works do not “possess more than a de minimis quantum of creativity”’; and
further concluding that the Works, viewed as a whole, lack sufficient originality in the
“selection, coordination, and atrangement of the elements”), https://www.copytight.gov/
rulings-filings/review-board/docs/d-seties.pdf; U.S. Design Patent 704,364 (May 6, 2014)
(“Vehicle Light with Flanges”).

149. See Copyright Review Board Decision, Second Request for Reconsideration for
Refusal to Register Vortex; Correspondence ID: 1-JT9UJ9 (Apr. 26. 20106) (affirming refusal
to register a hub cap design consisting of a “hub” where the Work can be connected to a
vehicle using five bolts, a starburst-like feature that surrounds and connects to the “hub,” and
seven “V” shaped spokes that connect from the Work’s outer rim to the starburst design that
surrounds the “hub”; noting that the design is “so intertwined with the basic functioning of a
standard vehicle wheel cover that it is impossible to imagine a way to physically or conceptually
separate these elements from the wheel cover without destroying its basic function”) (citing
Mazer v. Stein, 347 U.S. 201 (1954)), https://www.copytight.gov/rulings-filings/review-
board/docs/vortex.pdf.; U.S. Design Patent D784,896 (Apt. 25, 2017) (“Wheel”).

150. See Copyright Review Board Decision, Second Request for Reconsideration for
Refusal to Register Filter Funnel (SR 1-7786584619) and Plier Pro (SR 1-7648505741);
Correspondence ID: 1-3X5PEX1 (May 18, 2021) (affirming refusal to register a device used
for sorting, separating, and storing tools; observing that “the curvature, the spacing of
elements, the lengths, [and] the angles” “are not merely artistic features” but are “useful
features, dictated and constrained by the functional purpose of the article”; and that the device
has “has a predictable pattern of identical, evenly spaced and symmetrical panels,” indicating
that it does not possess more than a de minimis quantum of creatvity”), https://
www.copytight.gov/rulings-filings/ review-board/docs/ filter-funnel-plier-pro.pdf; us.
Design Patent D816,378 (May 1, 2018) (“Tool Storage Rack”).

151. See Second Request for Reconsideration for Refusal to Register Box Design I;
Correspondence ID: 1-2WE3Z9Z; SR 1-4915853861 (Jan. 8, 2019) (finding that the circle
within the box is conceptually separable, but lacking sufficient creativity to meet the originality
standard),  https://www.copytight.gov/tulings-filings /teview-board/docs/box-design.pdf;
U.S. Design Patent D829,095 (Sept. 25, 2018) (“Shipping Box™).

152, See Second Request for Reconsideration for Refusal to Register Pillow Sculpture, SR
# 1-7297601341; Correspondence ID: 1-3L.2SVS6 (Jun. 26, 2020) (finding that the overall
shape is not protectable and “the interior grid of hollow triangles is also incapable of
conceptual separation from the useful article. The triangles have an “intrinsic utilitarian
function” and thus are useful articles themselves”; noting that Purple’s marketing materials
make “clear that these triangles are wholly utilitarian,” including that the Work’s “hundreds of
little triangles . . . give the core of the pillow lateral strength so it retains its oh-so supportive,
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Figure 9: Copyright Registration Refused/Design Patent Granted

D697,539 D704,364 D784,896
Oil Filter Changing Device  Vehicle Light with Flanges Wheel

D816,378 D829,095
Tool Storage Rack Shipping Box Pillow

These minimalist designs raise serious functionality and originality
concerns. They reinforce the rubber stamp quality of the Patent Office and
place Professor McKenna’s conjecture about “minding the gap” in actual
context. There should not be a gap when it comes to the utility patent
supremacy principle.

As these examples indicate, the design patent system as currently
administered results in significant overprotection of functional features and
designs. And even though design patents have “only” 15 years of duration,

head-cradling comfort all night” and emphasizing the word ‘SCIENCE!’ in all capital letters;
and “[e]ven if the grid of triangular prisms was not functional, however, it would not be a basis
for copyrightability. “The Copyright Act does not protect common geometric shapes’
including triangular prisms.” (citing COMPENDIUM (THIRD) § 906.1; 37 C.FR. § 202.1(a)),
https:/ /www.copyright.gov/rulings-filings/review-board/docs/pillow-sculpture.pdf; ~ U.S.
Design Patent 909,790 (Feb. 9, 2021) (“Pillow”). The patentee continues to emphasize the
ergonomic advantages of its pillow design. See https://putple.com/pillows (last visited Nov.
14, 2021) (“Unique to the Purple Harmony Pillow, the Deluxe Hex Grid is specially formulated
and engineered for head and neck support. The soft hexagon-shaped air channels optimize
the dynamic response and airflow for unbelievable comfort.”).
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that length of time can be an eternity in some design markets and substantially
diminish competition. It is important to note that the utility patent supremacy/
channeling principle is about preserving competition in exactly the same way
as trademark’s functionality doctrine'
protection exclusively to utility patents is meant to subject all other, not
sufficiently innovative, functional features to unimpeded market competition.
The suggestion to “mind the gap” is neither a faithful interpretation of
intellectual property statutes nor good intellectual property policy. Courts, the
Patent and Trademark Office, and the Copyright Office should interpret the
intellectual property statutes faithfully and implement the utility patent
supremacy principle. As highlighted earlier, both the intertwining of form and
function and the hierarchical logic of the intellectual property system are long-
standing. Courts should not remake that logic without legislative change.

—the channeling of functionality

IV. CONCLUSION

We are grateful to the practitioners and scholars who participated in the
BCLT/BTL] design patent symposium. Although we did not achieve
consensus on rectifying the design patent muddle, we confirmed that the
Federal Circuit has ignored the 1902 Act’s intent, misinterpreted 80 years of
regional circuit jurisprudence, and flipped design patent eligibility on its head.
The symposium also more fully revealed the role of design patent advocates in
and the political economy surrounding the design patent muddle.

It is ironic that design advocates who celebrate the logic of industrial
design would fail to recognize the logic and need for coherent design of the
intellectual property system itself. As the Supreme Court recognized 140 years
ago, “[tlhe claim to an invention or discovery of an art of manufacture must
be subjected to the examination of the Patent Office before an exclusive right
therein can be obtained; and it can only be secured by a patent from the
government.”" The Court obviously meant wtility patent examination and
protection. It did not want to see graphical functional designs rubber stamped
through the backdoor. The Copyright Office is applying a more stringent
threshold for design protectability than the Patent Office."” The 1902 Act,
which reformed and clarified design protection, codified this basic principle as
applied to ornamental designs. As Justice Brennan observed just forty years

153.  Cf McKenna, supra note 45, at 207 (“Here it’s important to emphasize that the reason
courts focus on alternatives in the trademark context is that those courts believe that
functionality is fundamentally concerned with competitive necessity to copy and not with
channeling protection of useful features to utility patent.”).

154. Baker v. Selden, 101 U.S. 99, 102 (1879).

155.  See supra notes 136—153.
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ago, “[tlhe patent laws attempt to reconcile thle] Nation’s deep-seated
antipathy to monopolies with the need to encourage progress.”'*®

For more than a century, Congress has steadfastly declined to expand
design protection to reach novel functional advances."””” As our research has
demonstrated, the Federal Circuit, perhaps unwittingly, has drastically
expanded design patent protection with unfortunate results for competition
and legal clarity. Its undermining of the utility patent supremacy principle
destabilizes the intellectual property system. The time is ripe for the Federal
Circuit or the Supreme Court to implement and reinforce guardrails aimed at
restoring the coherence of the intellectual property system. In addition,
Congress should examine the design protection muddle and explore ways of
harmonizing intellectual property protection.

156. Diamond v. Chakrabarty, 447 U.S. 303, 319 (1980) (Brennan, J., dissenting).
157, See Wilf, supra note 124, at 184-90; Goldenberg, supra note 48 (cataloging dozens of
failed design protection bills dating the beginning of the 20th century).
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I. INTRODUCTION

Our academic colleagues describe the current design patent protections
system as a muddle, which the Oxford English Dictionary defines as “a state
of disorder or . . . confusion.”! We would posit that the current design patent
system is not in a state of disorder or confusion. Rather, the system is suffering
from large-scale variability in critical legal decision-making by the finders of
fact, be they judges or juries. The ability to protect design rights grows
increasingly unreliable for design patent owners. Litigation to protect highly
valued design assets in an increasingly competitive marketplace has become
costly, time-consuming, and unpredictable. There are two proposed
approaches to solving this problem: 1) turn to outdated and unproven legal
tests and methods from other intellectual property (IP) domains in the hope
that new case law and methods will solve the problem or 2) turn to science to
better understand the problem related to inconsistent outcomes and develop
methods that objectively solve the problems impacting design IP litigation
outcomes. We urge adoption of the second approach to push design patent
litigation forward through the application of science and empiricism, not
backward based on application of outdated and structurally flawed legal
precedents. The problem we face is one of decision variability, not basic
structural mechanics related to how one actually determines infringement or
non-infringement.

The problems with design patent law are not best characterized as a
muddle, but one of decisional inconsistency. How does one deal with
inconsistency? In the past two decades, other major systems have solved this
problem very effectively, but they did not do so by dismembering their core
structural systems. Instead, they applied rigorous science to better understand
the underlying problems and produce far more robust and reliable decision-
making systems that led to massive advances in decision-making outcomes.

1. Muddle, OXFORD ENGLISH DICTIONARY (3d ed. 2003).
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The examples are everywhere we look, including professional sports,
medicine,” finance,* and even military strategy.” These massively successful
and rapidly evolving systems can show us how to use science to understand
problems and optimize decision-making variables that led to the problems in
the first place. In the last five years, neuroscience-based research has been
adopted in some fields of law to better inform case decisions. A new research
domain referred to as “Neurolaw” has emerged to describe these efforts.’
Top-tier law schools such as Harvard Law School have dedicated lectures and
discussions on the implications of neuroscience for criminal law, tort law, and
general legislation in the United States.” However, such research has yet to be
utilized in design patent law or any other U.S. utility patent, copyright, or
trademark frameworks.

In each of the commercial systems mentioned above, those domain
experts most closely integrated into the historical framework and existing daily
operations were the least likely to initially accept integrating science to improve
decision-making. It took outsiders to bring science into these systems to
fundamentally improve problem definition and, eventually, overall system
performance. For example, when building their rosters in the past, Major
League Baseball (MLB) scouts and managers would look for tangible and
intangible professional baseball player qualities (e.g., hitting power, hitting
average, arm strength) that would indicate to them that a certain player was the
right choice. Data analysis and statistics were moreso used as talking points for
sportscasters, sports journalists, and fans. However, with popularization and
success of strategies such as the “Moneyball Theory” (i.e., employing statistical
analysis focused on variables predictive of winning games rather than

2. See, eg., Matt McLaughlin, Sports Data Analytics: How Teams Use Data To Gain Edge,
B1ZTECH (Dec. 13 2018), https:/ /biztechmagazine.com/article/2018/12/how-data-analytics-
revolutionizing-sports.

3. See, eg, S. Swaroop Vedula & Gregory D. Hager, Swurgical Data Science: The New
Knowledge Domain, 2 INNOVATIVE SURGICAL SCI. 109 (2017).

4. See, eg., Jennifer Huttunen, Jaana Jauhiainen, Laura Lehti & Annina Nylund. Big Data,
Cloud Computing and Data Science Applications in Finance and Accounting, 8 ACRN J. FIN. RISK
PERSP. 16 (2019).

5. See generally ROBERT GANGER, JOHN COLES, JACOB EKSTRUM, TIMOTHY
HANRATTY, ERIC HEILMAN, JASON BOSLAUGH & ZACHARY KENDRICK, ARMY
INTELLIGENCE DATA SCIENCE WORKSHOP SUMMARY REPORT (2018).

6. See, eg, Francis X. Shen, The Law and Neuroscience Bibliography: Navigating the Emerging
Field of Neurolaw, 38 INT’L J. LEGAL INFO. 352 (2010).

7. Francis Shen, Neuroscience and the Law event at the Harvard Law School hosted
by the Law and Behavioral Sciences Association (Sept. 18, 2019), https://hls.harvard.edu/
event/ prof-francis-shen-neutroscience-and-the-law-hosted-by-law-and-behavioral-sciences-
association-labs/.
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individual player performance),’ science now prevails as the primary means for
assessing player performance and improving management decision-making.’
The same transformation can occur with respect to the evaluation of visual
design of products and their protection in the prevailing design patent
framework through the capture of large sample data sets and robust statistical
analysis. The important point is that seemingly subjective variables such as the
visual design of products can be subjected to the same analytical rigor now
common in other professional fields, where prior decision-making was once
driven by personal intuition rather than science-based analytical methods.

The next evolution in design patent decision-making will not yield to a
recasting of outdated legal tests scraped from other IP systems, such as
copyright or trade dress. Support for this view is found in the fields of
neuroaesthetics and shape perception science. Such fields have made possible
development of new science-based consumer testing methods focused on
understanding how consumers (ordinary observers) perform in the established
ordinary observer test (OOT) framework. It turns out that modern
neuroscience can and will help the finders of fact understand the complexity
and biases inherent in shape perception and ornamental design assessments
related to matters of infringement.

IT. NOT SO SIMPLE

There are many lawyers, judges, and even legal scholars that fail to realize
that the primary questions surrounding the ordinary observer test are now
quantifiable science that can provide objective proof of infringement. These
are not new methods but established scientific processes and statistical
analyses. The world has changed in ways that have turned muddles into robust,
high-functioning, new decision-making systems. Design patent infringement
is going to be radically altered by modern neuroscience, whether our academic
colleagues like it or not. This is not a battle that can be won by proffering
outdated legal theory or practice. Science marches on, and as Galileo said,
“Measure what can be measured, and make measurable what cannot be
measured.”"’

8. See generally MICHAEL LEWIS, MONEYBALL: THE ART OF WINNING AN UNFAIR
GAME (W. W. Norton & Company 2003).

9. Rocco P. Porreca, General Managers and the Importance of Using Analytics, SPORT J. (Sept.
15, 2016), https://thesportjournal.org/article/general-managers-and-the-impottance-of-
using-analytics/.

10. Quote by Galileo Galilei, GOODREADS (Aptr. 6, 2021), https://

www.goodreads.com/quotes/41204-measure-what-can-be-measured-and-make-measurable-
what-cannot.
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We urge our professional and academic colleagues to join in this empirical
research approach and help move design IP into the future. There is nothing
wrong with the core framework for determining design patent infringement,
that is the OOT. It is worth noting here that our academic colleagues Professor
Peter Menell and Ms. Ella Corren have not criticized the OOT in any
meaningful manner in their guiding paper for this conference but have instead
attacked the other processes that are upstream from the OOT itself." They
have attributed the muddle in design patent law to improper segmentation of
claimed product shape and propose adopting outdated legal tests, such as
filtration and abstraction, to address the so-called functional feature protection
problem. Adopting such outdated tests will dramatically increase the
complexity and cost of cases and further degrade the consistency of design
patent outcomes. Instead, what we need is a scientifically driven, empirical
ordinary observer test (EOOT) that provides finders of fact with valid and
reliable data related to how representative consumers view the designs in
question according to the key components of the OOT. Such an empirical test
can significantly improve the accuracy and consistency of design patent
infringement decision-making. We explain why below.

III. THE REAL PROBLEM IS VARIABILITY, NOT MUDDLE

Recent design patent infringement decisions, and specifically those made
at summary judgment, suggest that judges, lawyers, and academics approach
the judgment of product shape infringement as a simple, intuitive process."
Much like judging pornography...they know it when they see it."> The
impression that visual design assessment is intuitive and can be based on
personal opinion is driven in large part by the fact that the human mind
processes shapes of products extremely quickly and without any perceptible
cognitive effort. ¥ The human mind is a masterful and highly efficient
processor of the shapes of things that populate our everyday world. However,
such speed and lack of perceptual effort does not equal simplicity or lack of
bias. Modern neuroscience has shown that the process is far more complex, as

11. Peter S. Menell & Ella Cotren, Design Patent Law’s Identity Crisis, 36 BERKELEY TECH.
LJ. 1, 125-26 (2021).

12. See, eg, Lanard Toys, Ltd. v. Dolgencorp LLC, 958 F.3d 1337 (Fed. Cir. 2020);
Dyson, Inc. v. ShatkNinja Operating LLC, No. 14 C 9442, 2019 U.S. Dist. LEXIS 56028
(N.D. I1l. Mar. 31, 2019).

13. See Jacobellis v. Ohio, 378 U.S. 184, 197 (1964) (Stewart, ]., concurring)
(acknowledging the difficulty in defining “what may indefinable” but stating one knows it
when one sees it).

14. Shimon Ullman, Visual Routines: Where Bottom-Up and Top-Down Processing Meet, 2
PATTERN RECOGNITION BY HUMS. & MACHS. 178 (1986).
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judgments of shapes and similarity specifically involve several levels of visual
and higher order cognitive processing that are replete with judgment biases."
It turns out that answering the question of “how different is different” is far
more complex than almost anyone in the current legal system understands. Yet
there are validated and science-based methods for answering this exact
question.'®
individual judge, lawyer, or legal academic can ever represent the hypothetical
ordinary observer. This is simply because there is too much real variation in

how a given consumer population judges the shapes of objects in our everyday

The most important insight from modern neuroscience is that no

wortld, as well as in response to the critical components of the OOT.

IV. HOW HUMAN VARIABILITY DRIVES DESIGN PATENT
LITIGATION OUTCOME VARIABILITY

The central problem facing design patent litigation today is a lack of
decision-making consistency. It was our hypothesis, based on extensive
experience in consumer decision-making and shape perception science, that
consumers are inconsistent when judging the design of products. It is a fact
that the most effective real assessment of infringement is the consumet’s very
first viewing of the product, without context or biases being applied by the
actual legal design patent infringement process. Even when removing such
context and biases to the extent possible, humans still innately vary in their
sensitivity to design,'” which directly impacts their design patent infringement
decision-making. In this critical regard, the U.S. Supreme Court (SCOTUS)
has called for a “hypothetical” ordinary observer." However, a review of case
law shows that there has been virtually no attempt to define the hypothetical
observer using experimentally validated and statistically rigorous research.
Such research would provide critical information for reducing the variability in
design patent infringement decision-making. We have designed and executed
such research to address this problem.

15. STEPHEN E. PALMER, VISION SCIENCE: PHOTONS TO PHENOMENOLOGY (MIT
Press 1999).

16. DANIELA BUCHLER, HOW DIFFERENT IS DIFFERENT?: VISUAL PERCEPTION OF THE
DESIGNED OBJECT (VDM Verlag Dr. Miiller 2011).

17. Peter H. Bloch, Frédéric F. Brunel & Todd J. Arnold, Individual Differences in the
Centrality of Visual Product Aesthetics: Concept and Measurement, 29 J. CONSUMER RSCH. 551, 552
(2003).

18. Elizabeth D. Ferrill & Clare A. Cornell, Ordinary Observer and Informed User Walk into
a Bar: A Transatlantic Conversation About Design Infringement, FINNEGAN (Dec. 14, 2017), https://
www.finnegan.com/en/insights/ordinary-observet-and-informed-uset-walk-into-a-bar-a-
transatlantic-conversation-about-design-infringement.html.
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V. DEFINING A STATISTICALLY VALIDATED
HYPOTHETICAL ORDINARY OBSERVER

In the following summary, we describe the design and execution of the
first scientifically validated study to define the hypothetical ordinary observer
utilizing a modern large-sample online study and related data capture methods.
This was the first step in the validation of an empirical ordinary observer test,"
discussed later in this paper. The study involved a comprehensive and
statistically valid examination of how consumer sensitivity to the visual design
of products varies across a sample of properly recruited, screened, and
compensated consumers for a given product category. Specifically, the
validation study utilized a sample of 400 consumers screened for their intent
and experience related to purchasing flatware. The sample user profile was
derived from a database of over one million consumers based on screening
criteria developed and validated to yield a statistically reliable sample of U.S.
adult consumers. The product category selected was based on the landmark
SCOTUS design patent case, Gorbam Mfg. Co. v. White (hereinafter Gorbam v.
White),” which dealt with flatware design. The formal empirical ordinary
observer test validation study also utilized the flatware designs related to
Gorbam v. White as a product category.”’ The hypotheses tested and confirmed
with this research were: 1) consumer variation in terms of sensitivity to visual
product design can be scientifically determined; 2) such consumer variation
has a measurable impact on how consumers evaluate the visual design of
products; 3) utilizing such research methods leads to the most accurate
hypothetical ordinary observer definition, a fact of significant value to the
finders of fact; and 4) taking into account the variability in ordinary observers’
decision-making related to the visual design of products improves our
understanding of the problem with design patent litigation outcome variability
and can form the basis for the development of an empirical ordinary observer
test.

VI. THE STUDY DESIGN AND RELATED FINDINGS

We confirmed the variability in innate design sensitivity for a population
of consumers using the validated research tool known as the Centrality of
Visuality Products Aesthetics Scale (CVPA).” The CVPA is used to assess

19. Chatles Mauro, Chris Motley & Paul Thurman, Development and Initial Evaluation of an
Empirical Ordinary Observer Test for Design Patent Infringement 19-36 (June 5, 2020), https://
papers.sstn.com/sol3/ papers.cfmpabstract_id=3620088.

20. Gorham Mfg. Co. v. White, 81 U.S. 511 (1871).

21. Mauro et al., supra note 19, at 19-36.

22. Bloch et al., supra note 17, at 551-65.
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individuals’ innate sensitivity to visual design when examining products. The
CVPA tool includes eleven items that encompass three dimensions: personal
and social value of design, acumen, and level of response. For example, one
CVPA item is “Being able to see subtle differences in product designs is one
skill that I have developed over time.” Respondents rate their agreement or
disagreement with each item on a 7-point Likert scale (1 denotes Strongly
Disagree, 4 denotes Neither Agree Nor Disagree, 7 denotes Strongly Agree)
and their responses are averaged to calculate a CVPA score. As the CVPA
items all describe factors that suggest the individual exhibits innate design
sensitivity, higher CVPA scores indicate higher agreement with such
statements and thus, higher sensitivity to visual design. In the 400-respondent
online survey study described above, we observed substantial variability in
design sensitivity from the respondent sample (Mean CVPA score = 5.04,
Median = 5.09, Standard Deviation = 1.14). As can be seen in Figure 1 below,
the data demonstrate a slight negative skew (i.e., the left tail is long relative to
the right tail, indicating a tendency toward ratings slightly higher than average)
and were not normally distributed according to a Shapiro-Wilk Test of
Normality (p < .001).” This negative skew may be explained by the well-
known psychological phenomena of superiority bias, which describes how
individuals often rate their own abilities as greater than average.* The CVPA
data distribution aligns with the authors’ expectations with respect to the
validated data sample, focusing on population variance for human physical,
cognitive, and attitudinal attributes of a given population of consumers. The
authors have observed such a non-normal, slightly negatively skewed CVPA
score distribution in later empirical ordinary observer test applications in
which CVPA data were collected for the study sample. Ongoing advanced
statistical analyses are being conducted to investigate how well a sample of
twelve jurors can represent the entire relevant consumer population in terms
of innate design sensitivity, as measured by CVPA.

23. See generally S. S. Shapiro & M.B. Wilk, An Analysis of Variance Test for Normality
(Complete Samples), 52 BIOMETRIKA 591 (1965).

24. Vera Hoorens, Self-enhancement and Superiority Biases in Social Compatison, 4
EUR. REV. SOC. PSYCH. 113, 117 (1993).
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Figure 1: CVPA Score Distribution
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As can be seen in the data plot in Figure 1, on the right are consumers with
high design sensitivity and on the left are consumers with low design
sensitivity. One can think of these data as the first actual statistically validated
hypothetical ordinary observer. As can be seen clearly from the data above,
there is a wide range of actual human variation in terms of design sensitivity,
as measured by the CVPA instrument. Deeper analysis also confirmed that the
observed variation in design sensitivity (as measured by the CVPA) impacts
how consumers actually evaluate product designs in a measurable and
meaningful way. Specifically, we discovered via logistic regression analysis that
individual CVPA items such as “Being able to see subtle differences in product
designs is one skill I have developed over time” (p = .04) and “I see things in
a product’s design that other people tend to pass over” (p = .03) were
significant predictors of similarity/difference judgments between patented
design, accused design, and prior art. This confirmed that variability in design
sensitivity does lead individuals to judge products differently and is likely a
substantial contributor to the current variation in design patent litigation
outcomes.
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VII. WHY ARE THESE DATA CRITICAL TO
UNDERSTANDING THE VARIATION IN DESIGN
PATENT LITIGATION OUTCOMES?

There is virtually no way to understand the extent to which a jury or judge
represents the decision-making of the consumer population purchasing a given
product unless data are collected from a large sample of representative
consumers for the given product category. This problem becomes even more
pronounced when decision-making is executed by a single judge who only
represents a single point on the design sensitivity distribution. Judges and juries
do not submit to a CVPA test and receive no special training in the science of
shape perception and the well-understood biases that reside in their decision-
making model as currently applied. It can be assumed that the variability
depicted in Figure 1 is also present in judge and jury populations. Thus, if a
judge’s CVPA score happens to be at either extreme end of the distribution,
their assessment of whether two designs are substantially the same or not is
nothing more than a biased personal opinion without any basis in how the
actual population of consumers judges the designs in question. This insight
may explain why we are seeing such staggering variability in design patent
infringement determinations, especially those executed by judges at summary
judgment. Based on these data described above, it is clear that no judge should
proffer a decision on summary judgement without the benefit of a scientifically
validated survey of ordinary observers responding through the framework of
an empirical ordinary observer test. It is simply not possible for a judge to
understand and make decisions based on the hypothetical ordinary observer
without such a survey.

VIII. THE CURRENT LITIGATION PROCESS
FUNDAMENTALLY BIASES OUTCOMES IN FAVOR OF
THE DEFENDANT

Another important problem facing design patent litigation is how patented
and accused designs are presented to the finder of fact in court. When an
ordinary observer is presented a product for examination, their perception of
the shape of the product is highly influenced by their prior experiences and
expectations for the product, so much so that the shape they perceive may not
directly match the physical shape of the object in the real world.” Modern
neuroscience research suggests that, to increase the efficiency of our object
recognition, we automatically draw inferences about the visual data entering

25. Anil Seth, How We Build Perception from the Inside Out, AEON (June 30, 2020),
https:/ /aeon.co/videos/anil-seth-on-why-our-senses-ate-fine-tuned-for-utility-not-for-
reality.
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our eye based on our expectations and prior experience.”® Such inferences
modify our processing and subsequent perception of the visual data. When an
individual has substantial prior experience with a product shape, they establish
a mental model for the product shape that facilitates immediate and robust
inferences for object recognition whenever that shape is viewed. In general,
we apply visual processing shortcuts whenever possible to quicken our object
recognition and require very little detail about the product shape to confirm
our inferences. This speedy and nearly automatic processing leads us to
frequently identify products based only on the overall product shape.” We
often do not process product details any further after the overall product shape
is identified.

In the context of design patent litigation, the finder of fact’s prior
experience and expectations will greatly influence their perception of the
product shapes. Not only does each finder of fact enter their infringement
decision with different prior experience, expectations, and design sensitivity
(as described in the Section above, such variability across finders of fact can
lead to inconsistent design patent litigation outcomes), but lawyers in design
patent litigation often cue the finder of fact to details of the products that an
ordinary observer would likely not examine when viewing the products in the
marketplace (i.e., it is most likely that the ordinary observer would rely only on
overall product shape in the marketplace for most efficient object recognition).
Lawyers focusing the finder of fact on such details likely biases the finder of
fact in favor of non-infringement, as the finder of fact is artificially influenced
to attend to and process details of the designs that they would not process
when viewing the products in the real-world marketplace. Such behavior leads
to an artificial examination of the products compared to what would be
exhibited by an ordinary observer in the real world. Importantly, once the
finder of fact is cued to details and differences between the two designs, they
cannot “unsee” such differences in later viewings, due to the large influence of
prior experience and already formed mental models on shape perception and
object recognition.”®

A more valid and reliable approach would involve presenting patented and
accused designs to a large sample of representative consumers without cueing
them to examine the designs in any specific way. This approach would
eliminate the biases that defendants often insert into design patent litigation
when they cue the finder of fact to differences between patented and accused
designs. It is scientifically valid to say that the only reliable impression in terms
of the “the eye of an ordinary observer, giving such attention as a purchaser

26. PALMER, supra note 15, at 85.
27. Ullman, supra note 14, at 178.
28. See PALMER, supra note 15, at 85.
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usually gives”29 is the initial viewing of the shape.30 All subsequent viewing is

revisionist history.

IX. THE CURRENT SUMMARY JUDGMENT PROCEDURE IS
FUNDAMENTALLY FLAWED

An additional critical bias present in the current design patent legal system
is related to judgments of similarity/difference being undertaken at the
summary judgment stage without reference to prior art (i.e., in the first stage
of summary judgment in which the judge determines whether the designs in
question are sufficiently distinct/plainly dissimilar or not).”" As described
above, our perception of product shape is highly based on prior experiences
and expectations.” Building a robust mental model for a product shape
involves several factors including length and frequency of exposure, focus of
the observer, and familiarity with similar products (i.e., prior art).
Consideration of prior art in matters of design patent infringement is critical,
as our familiarity with similar products greatly informs our mental models,
inferences, and perception of products currently under examination. Current
design patent law allows summary judgment decisions to occur without
examining or referring to prior art when a judge deems a patented and accused
design to be sufficiently distinct/plainly dissimilar from one another.” This
further pushes design patent infringement decision-making away from the
ordinary observer’s actual experience in the marketplace. Simply put,
examining products for similarities and differences without familiarity of
relevant prior art is unrepresentative of how the ordinary observer would
experience and examine such products in the marketplace. Thus, it is critical
for prior art to be taken into consideration, even at the first stage of summary
judgment when the judge decides whether the two designs are sufficiently
distinct or not.

Related to this issue, we ran a study to examine the impact of prior art on
design patent infringement decision-making. We again used the flatware

29. Gorbam Mfg. Co. v. White, 81 U.S. 511, 528 (1871).

30. PALMER, supra note 15, at 85.

31. Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 678 (Fed. Cir. 2008).

32. Seth, supra note 25.

33. See, e.g., Wallace v. Ideavillage Prods. Corp., No. 06-cv-5673, 2014 WL 4637216, at *4
(D.N.J. Sept. 15, 2014) (stating, pursuant to the teaching of Egyptian Goddess, district courts
have granted summary judgment based solely on comparison between accused and patented
designs, without referring to prior art, and citing examples of such cases); Voltstar Tech., Inc.
v. Amazon.com, Inc., No. 13-C-5570, 2014 WL 3725860 (N.D. IlL. July 8, 2014) (recognizing
that courts consistently grant summary judgment without examining the prior art and citing
examples of cases).
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designs from the seminal SCOTUS design patent case, Gorham v. White. We
presented 106 consumer survey respondents, who were screened for intent
and experience related to purchasing flatware, the patented Gorham design,
and one of the accused White designs. There were two accused White flatware
designs in the Gorbam v. White case; participants in our study were either
assigned to evaluate Gorbam v. White 1867 or Gorbam v. White 1868.
Respondents were asked to indicate whether the designs they were presented
were plainly dissimilar or not plainly dissimilar in terms of overall visual design
without referencing any prior art. As seen in Figure 2 below, the majority of
respondents reported that the patented and accused designs were plainly
dissimilar for both the Gorbam v. White 1867 and Gorbam v. White 1868 pairs.
One-sample binomial tests confirmed that the percentage of respondents who
indicated that the designs were plainly dissimilar was significantly greater than
chance probability (i.e., 50%) for both Gorbam v. White 1867 (p = .002) and
Gorham v. White 1868 pairs (p = .001).

Figure 2: Percentage of Plainly Dissimilar and Not Plainly Dissimilar Responses for
Gorham v. White Simulated Summary Judgment Task

Responded not Gorham v. White 1867 Gorham v. White 1868

plainly dissimilar
%
Responded plainly 28
. dissimilar

Such findings suggest that, even the cornerstone example of design patent

infringement, Gorbam v. White, would have ended at summary judgment and a
decision of non-infringement if the decision was made without consideration
of prior art. Interestingly, when a different sample of 400 respondents screened
according to the same criteria™ were presented with the Gorbam v. White 1867
or Gorham v. White 1868 designs and the relevant prior art and were asked to

34. The same respondent sample was not presented both tasks, as repeated exposure to
the designs and execution of different tasks involving such designs may lead to catryover
effects that influence response behavior in unpredictable ways. See Ludvig Daae Bjorndal,
Carryover Effects: What Are They, Why Are They Problematic, and What Can You Do About Them?,
STUDENTS FOR BEST EVIDENCE (Aug. 23 2018), https://s4be.cochrane.otg/blog/2018/08/
23/ catryover-effects-what-are-they-why-are-they-problematic-and-what-can-you-do-about-
them/.
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report whether the design pairs were substantially the same or not substantially
the same (according to the text of the OOT), the majority of respondents
reported that the design pairs were substantially the same. Specifically, 68.9%
of respondents reported that the Gorbam v. White 1867 designs were
substantially the same and 56.1% of respondents reported that the Gorham v.
White 1868 designs were substantially the same. Based on these data, the
Gorham v. White designs would have been considered infringing if the decision
was made based on the OOT rubric and familiarity with prior art. There is
clearly an impact of familiarity with prior art on similarity/difference
judgments related to design patent infringement determinations and an issue
with how summary judgments are currently conducted.

X. THE NEED FOR AN EMPIRICAL ORDINARY OBSERVER
TEST

The very nature of the variability in consumer design sensitivity and prior
experience demands the use of science to actually resolve the muddle problem.
When a scientist encounters such a problem, they use the scientific process to
analyze it. The scientific process involves sampling a large number of
individuals from the representative population to participate in scientifically
valid experiments. Using proper study design and statistical analysis, one can
derive valid conclusions regarding how the population responds to critical
questions related to the problem of interest. A scientifically-driven empirical
ordinary observer test that relies on well-understood study design and reliable
statistical methods to better inform design patent infringement decision-
making would prove very useful to solving the muddle problem. Critically,
such a methodology would not replace the finder of fact, but provide the finder
of fact valid and reliable data to better inform their design patent infringement
decision-making.

The current OOT process is full of perceptual biases and all manner of
experts who claim to represent the ordinary observer. There is a reason why
the case law defines the ordinary observer as “hypothetical.” The ordinary
observer is not intended to represent any single individual with specific
characteristics. The ordinary observer is often defined in the courts as the
ordinary purchaser of the accused infringing product or, in some cases, an
industrial purchaser.” If the ordinary observer is not meant to represent a

35. Elizabeth D. Ferrill & Clare A. Cotnell, Ordinary Observer and Informed User Walk into
a Bar: A Transatlantic Conversation About Design Infringement, FEINNEGAN (last visited Apr. 4, 2021),
https://www.finnegan.com/en/insights/ordinary-obsetver-and-informed-uset-walk-into-a-
bat-a-transatlantic-conversation-about-design-infringement.html; see also Goodyear Tire &
Rubber Co. v. Hercules Tire & Rubber Co., Inc., 162 F.3d 1113, 1117 (Fed. Cit. 2008), abrogated
on other grounds by Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665 (Fed. Cir. 2008) (finding
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single individual, how would a single individual be able to accurately proffer
an opinion on behalf of the ordinary observer’s perspective, especially
considering the variability in design sensitivity and prior experience across
consumers, as discussed above?

It is also important to note that in design patent cases, there is a startling
lack of rigor related to analysis, proffering of opinions, and provision of data
that meets Daubert™ and Federal Rule of Evidence 702 and 703 rules.”
Industrial design experts routinely proffer opinions on consumer perception
related to the ordinary observer test without formal education or training in
shape perception science, or actual supportable research made possible
through application of the neuroscience-based empirical methods. A review of
undergraduate and graduate industrial design curriculum from well-regarded
industrial design programs clearly reveals no formal coursework in
neuroscience, neuroaesthetics, shape perception science, or research study
design and statistical analysis.”® Expertise in such topics is required to proffer
reliable opinions related to the ordinary observer test under Daubert and
Federal Rule of Evidence 702 and 703 rules. Why is this acceptable in design
patent litigation when it would never be allowed in utility patent matters? Is it
a lack of focus on the actual legal standards for expert testimony? Is it a lack
of scholarship on the part of design patent academics? Or is it simply, as we
would proffer now, a failure on the part of the U.S. design patent system to
embrace a science-based approach to the application of the ordinary observer
test? We know the problem begins with human variation in terms of prior
experience and innate sensitivity to ornamental design. The effects of this
problem are seen in the aggressive series of recent case decisions that continue
to dilute the effectiveness of design patent protections in terms of both theory
and practice.”

the ordinary observer to be the truck or fleet operator); Minka Lighting, Inc. v. Craftmade
Int’l, Inc., No. 3:00-cv-888, 2001 WL 36186585, at *12 (N.D. Tex. May 16, 2001) (“[T]he
viewpoint for determining infringement is that of a person who is the ordinary purchaser of
the article charged to be in infringement.”).

36. Daunbert Standard, LEGAL INFO. INSTIT., https://www.law.cornell.edu/wex/
daubert_standard (last visited Apr. 4, 2021).

37. FED.R.EVID. 702, 703.

38. Undergradnate Curriculum, GA. TECH SCH. INDUS. DESIGN, https://id.gatech.edu/
academics/bsid/undergraduate-curticulum (last visited Apr. 4, 2021); Graduate Industrial Design
Counrse of Study, ARTCENTER COLL. DESIGN, http://www.artcenter.edu/academics/graduate-
degrees/industrial-design/coutse-of-study/overview.html (last visited Apt. 4, 2021).

39. See Perry Saidman, Federal Circuit Dodges Design Patent Damages Issue and Goes Loco Over
Infringer's Logo, DESIGNLAW ~ PERSPS. (Nov. 17, 2019), hetps://
www.designlawperspectives.com/blog/ federal-circuit-dodges-design-patent-damages-issue-
and-goes-loco-with-infringers-logo; Perry Saidman, Chalk Up Another for the Copycats,
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Determining design patent infringement from the perspective of the
ordinary observer clearly calls for surveying a large sample of representative
consumers regarding the critical legal questions surrounding the OOT and
executing appropriate statistical analyses on the resulting data. To increase
reliability in any system, it is necessary to first determine the true range of
variability and then apply robust scientific testing. This is how problems similar
to the variability in design patent litigation outcomes have been solved
historically. Science is the answer, not reversion to structural changes in the
design patent system, which are not based on any real validated research. Much
legal precedent in design patent litigation up to this point has been based on
faulty decision-making and ever greater reliance on intuition, instead of
scientific investigation.

In summary, the core problem facing design patent litigation outcomes is
variability in the application of the ordinary observer test due to large variation
in how humans perceive and make decisions related to product shapes.
Importantly, the problem is not the OOT itself or how the design patent
system is structured in terms of allowable art. Perhaps the simplest way to
think about what is perceived as a muddle is really nothing more than a
scientific variance problem.

XI. THE EMPIRICAL ORDINARY OBSERVER TEST

How does one build a reliable and empirical ordinary observer test? The
most important question to be answered by a reliable and empirical OOT is
what level of similarity between patented and accused design constitutes design
patent infringement according to the critical components of the OOT legal
test. Collecting data related to the critical components of the OOT from a
large sample of representative consumers for the product would provide
reliable insights regarding how the hypothetical ordinary observer views the
patented and accused design according to the OOT. Importantly, such a
reliable and empirical OOT would not replace the decision-making of the
finder of fact. Rather, such an empirical OOT would provide the finder of fact
with data to better inform their design patent infringement decision-making.

Mauro, Morley, and Thurman recently developed a valid and reliable
methodology for providing the finder of fact with such data, which was
recently accepted in court based on three studies.”” The EOOT methodology

DESIGNLAW PERSPS. (May 19, 2020), https://www.designlawperspectives.com/blog/chalk-
up-another-one-for-the-copycats-1.

40. Delta T, LLC v. Dan's Fan City, Inc., No. 8:19-CV-1731-VMC-SPF, 2021 WL
458022 (M.D. Fla. Feb. 9, 2021) (denying Daubert Motion to Disqualify Charles L. Mauro and
Exclude His Testimony and finding Mr. Mauro’s methodologies “sufficiently reliable under
Dauber?”).
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leverages modern neuroscience study design, data capture, and related
statistical analysis to mitigate evaluative bias in the application of the ordinary
observer test.! The EOOT collects data from a large sample of representative
consumers of the product in question regarding each critical component of the
OOT. The EOOT features tasks and question sets that capture data useful to
the finder of fact related to each critical component of the OOT under Gorbam
v. White, as well as under Egyptian Goddess, Inc. v. Swisa, Inc.*” Specifically, data
are captured related to (1) the eye of an ordinary observer, giving such
attention as a purchaser usually gives, (2) an ordinary observer, familiar with
the prior art, (3) two designs are substantially the same, and (4) if the
resemblance is such as to deceive such an observer, inducing him to purchase
one supposing it to be the other.

The EOOT is primarily an online survey-based methodology. However,
lab-based applications are available, which allow for use of more advanced and
high-precision neuroscience-based methodologies including eye-tracking,
micro-facial expression analysis (MFEA), galvanic skin response, and
electroencephalography, which provide deeper insights into the perspective of
the ordinary observer. Figure 3 below shows a participant completing an
EOOT task that involves rating the similarity/difference of relevant designs
(flatware) on a sliding scale while eye-tracking and MFEA data are collected.

41. Mauro et al., supra note 19.
42. Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 672 (Fed. Cir. 2008) (saying that
the ordinary observer is familiar with the prior art).
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Figure 3: Participant Completing an EOOT Task

P (RS- & © msew —

Copyright MauroNewMedia, Inc. 2021 all rights reserved. Patent pending.

Importantly, the EOOT is designed to meet Federal Rule of Evidence 703
requirements ¥ and guidance from the Federal Judicial Center Reference
Manual on Scientific Evidence* to ensure proper respondent sampling, study
design, and data analysis.” The EOOT was validated on the designs from the
landmark SCOTUS design patent infringement case Gorbam v. White.* 1t was
designed to be a versatile methodology that can be customized for different
design patent litigation matters, as well as different product types. The EOOT
offers a solution to the aforementioned issues related to finders of fact varying
in how they perceive designs due to different design sensitivity and prior
experience. Consistent application of the EOOT may result in more
standardized design patent infringement decision-making across cases,
ultimately resulting in a stronger and fairer design patent protection system in
the United States.

43. FED.R.EVID. 703.

44. See SHARI SEIDMAN DIAMOND, REFERENCE MANUAL ON SCIENTIFIC EVIDENCE
359-417 (3d ed. 2011), https:/ /www.fjc.gov/content/reference-guide-survey-research-2.

45. See Sarah Butler & Kent Van Liere, The Use of Surveys in Litigation: Recent Trends, NERA
EcoN. CONSULTING (2010).

46. Mauro et al., supra note 19, at 50.
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XII. DESIGN PATENTS COVERING PARTIAL DESIGNS ARE
ESSENTIAL AND VALID

Another key variable often raised when discussing current issues with
design patent protections and litigation is design patents covering partial
designs. Some of our academic colleagues argue that design patents should
only be granted for whole designs.”” However, modern vision science and
shape perception research supports that partial designs can provide enough
information to allow recognition of the design as a whole, as well as
ornamental value. Related to this concept is the well-established principle of
cognitive minimization, which suggests that the human information
processing system limits the mental effort required to process objects as much
as possible to better manage the vast and complex information present in our
everyday wotld. * As described eatlier, we routinely leverage our prior
experience and expectations to shortcut the visual processing required to
recognize objects. We do not build our mental images directly from visual
input from the real world, but instead confirm our expectations based on the
least amount of information possible.” Accordingly, it is often the case that a
partial design provides enough information for source identification, as our
information processing system is well-tuned for object recognition based on
limited visual information.

The salience of the partial design relative to the whole design, however,
may impact source identification. Much shape perception research has been
conducted regarding the salience of parts of designs in relation to total design.
For example, Hoffman and Singh identified three factors that determine the
salience of parts of objects and provide insight into whether a given element
of a design provides enough information to allow recognition of the design as
a whole.” The factors Hoffman and Singh identified are (1) the size of the part
relative to the whole object, (2) the degree to which a part protrudes from the
whole object, and (3) the strength of the part’s boundaries. Each of these
factors impact the ordinary observer’s perception of a product design and,
thus, should be taken into consideration in infringement of design patents
covering partial designs.

Based on the principle of cognitive minimization and research on the
salience of parts of designs, it is clear that partial designs can allow source
identification. However, the degree to which partial designs provide enough
information for source identification may be impacted by the salience of the

47. Sarah Burnstein, Whole Designs, 92 U. COLO. L. REV. 181 (2020).

48. Ullman, supra note 14, at 178.

49. Seth, supra note 25.

50. Donald D. Hoffman & Manish Singh, Salience of 1isual Parts, 63 COGNITION 29, 29
(1997).
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partial design relative to the whole design. Thus, partial designs should be
protected under design patent law, but the salience of the partial design relative
to the total design should be considered when weighing the impact of a partial
design on design patent infringement and related damages calculation. In sum,
the issue of partial designs is a question of weight rather than admissibility or
exclusion.

XIII. ORNAMENTAL DESIGN AND UTILITARIAN FEATURES

Another issue often debated in design patent litigation is whether
ornamental design can be a means of expressing and claiming undetlying
utilitarian features of the product. Often judges, lawyers, and juries fail to
understand that ornamental design represents all of the underlying utilitarian
features in a product, and not an individual utilitarian functional feature in the
same manner as engineering-based functional features.” Our academic
colleagues also exhibit this misunderstanding, which has led to all manner of
hand-wringing and prognostication on the topic of claiming utilitarian features
by securing an ornamental design patent.

Modern neutroscience shows that the visual/ornamental aspects of a
product shape are category-defining and behavior-directing attributes. They
are not another utilitarian feature protected by the utility patent process. An
ornamental design encapsulates a given product’s utilitarian features. One can
think of this in much the same way that the face of an individual is the way in
which we identify the whole person; however, the human face tells us little
about the trustworthiness, behavior, attitudes, and capabilities of that
individual. This is a fundamental difference with respect to the concept of
protecting utilitarian features by way of design patent.

An additional example is when you first viewed the iPhone rounded
rectangle, you did not see one feature, but instead, the total composite of the
product’s capability, meaning, and status. This is because shape conveys the
total product in the mind of the ordinary observer (consumer).” Our academic
colleagues have failed to integrate this basic neuroscience-based fact and would
have us treat ornamental design of the iPhone as a “feature,” such as memory
capacity, processor speed, screen resolution or even higher level features such
as email or web browsing.” This failure to grasp the neurological components

51. Brief of Amici Curiae 113 Distinguished Industrial Design Professionals and
Educators In Support of Respondent at 6, Samsung Elecs. Co. v. Apple Inc., 137 S. Ct. 429 (2016)
(No. 15-777) [hereinafter Brief for Respondent].

52. Id.

53. Claudia Townsend & Sonjay Sood, The Inberent Primacy of Aesthetic Attribute Processing,
in PSYCHOLOGY OF DESIGN 208 (Rajeev Batra, Colleen Seifert & Diann Brei eds., 20106)
(stating that consumers respond differently to ornamental design compared to functional



2021] THE FUTURE OF DESIGN PATENT PROTECTIONS 297

of ornamental design can lead legal teams to use improper research methods
for determining the value of design. Research methods such as conjoint
analysis are useful to obtain a basic understanding of how consumers assign
value to different utilitarian features; however, conjoint analysis cannot
accurately assess the value of ornamental design because ornamental design is
processed in entirely different ways neurologically compared to utilitarian
features.” Importantly, the use of improper research methodologies to assess
value of ornamental design can undervalue ornamental design severely.

With this understanding in mind, it is the authors’ opinion that, in the
Samsung v. Apple case, the District Court awarded the proper level of
damages, given that neuroscience defines the relative importance of the
ornamental design presented in the Apple design patents.” It is important to
note that the Apple design patents asserted against Samsung did, in aggregate,
cover the core brand-identifying visual design attributes presented to
consumers in the marketplace. This way of thinking is apparently lost on our
academic colleagues but has profound impact on the “muddle” problem
described by Menell and Cortren in their guiding paper for this conference.”
The shape of a product is not a feature in the way that utility patents cover
features. Any feature of a product that is present in the visual inspection of the
product shape is by definition carrying information different from its
underlying functional operation. We emphasize that shape conveys the total
product in the mind of the ordinary observer.” By the total product, we mean
the underlying functions in aggregate, as well as variables examined in early
stages of information processing, including product category, brand attributes,
meaning and emotional engagement. These attributes can all be measured
scientifically using new research methods including MFEA and others.

XIV. LEVERAGING AVAILABLE SCIENCE TO SOLVE THE
MUDDLE PROBLEM AND PROTECT DESIGN IP

Relying on case law and legal precedent for resolution of the muddle
problem facing design protections completely ignores the last decade of
valuable neuroscience research related to shape perception. Design patent
protection has been flying blind in the hands of judges and juries who are
following methods that have no basis in actual human perception or behavior
research. This has produced a staggering level of variation in legal outcomes,

attributes, i.c., features, as ornamental design is processed more quickly and with less effort
from the visual system compared to functional attributes).

54. Id.

55. Samsung Elecs. Co. v. Apple Inc., 137 U.S. 429 (2016).

56. Menell & Corren, supra note 11, at 118-119, 125-26.

57. Brief for Respondent, supra note 51, at 10—13.
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driven up litigation costs, and empowered an academic trajectory to weaken
design patent protections.

Our academic colleagues have been clipping at the edges of the design
patent protection framework, most aggressively since Samsung v. Apple. They
have relentlessly attacked the Samsung v. Apple case and related damages,
claiming it to be an example of design protections “run amok.” However,
this was a once in a lifetime event, which was made possible in the end by
Apple yielding to Samsung and their core article of manufacture theory. We
doubt Apple or other design-driven entities will make such a decision again.

XV. APPLICATION OF COPYRIGHT FILTRATION AND
ABSTRACTION TO DESIGN PATENT INFRINGEMENT
ANALYSIS AND WHY IT WILL NEVER WORK

In the primary paper for our academic colleagues’ push to resolve the
design patent muddle problem, Menell and Corren proposed the introduction
of a concept from copyright law for dealing with, what they believe to be, the
issue with functional features in design patents.” In general terms, the
proposed concept is known as filtration and abstraction. The proposed
analytical framework is based on the legal test for determining copyright
infringement, which involves both an extrinsic test, which “considers whether
two works share a similarity of ideas and expression as measured by external,
objective criteria,” and an intrinsic test, which looks to determine whether
“subjectivelyl,] the ‘ordinary, reasonable person would find the total concept
and feel of the [two works] to be substantially similar.”® Both extrinsic and
intrinsic tests are applied to determine whether the copyright-protected
elements are substantially similar to those of the accused works.” Accordingly,
it is necessary to first distinguish between the protected and unprotected
material in a plaintiff’s work before applying the extrinsic and intrinsic tests.”
This is where filtration and abstraction come into play.

58. Id.

59. Id.

60. Swirsky v. Carey, 376 F.3d 841, 845, 847 (9th Cir. 2004) (quoting Three Boys Music
Corp. v. Bolton, 212 F.3d 477, 485 (9th Cir. 2000), overruled on other grounds by Skidmore as Tr. for
Randy Craig Wolfe Tr. v. Led Zeppelin, 952 F.3d 1051 (9th Cir. 2020)).

61. See, eg., Jada Toys, Inc. v. Mattel, Inc., 518 F.3d 628, 637 (9th Cir. 2008) (“This Court
has traditionally employed a two-part test to determine whether two works are substantially
similar: an extrinsic test and an intrinsic test.”).

62. See, eg., Lanard Toys Lid. v. Novelty, Inc., 511 F. Supp. 2d 1020, 1037-38 (C.D. Cal.
2007) (“Because the requirement is one of substantial similarity to profected elements of the
copyrighted work, a court must distinguish between the protected and unprotected material
in a plaintiff’s work.”).
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Filtration is the identification of unprotectable functional features.
Abstraction is the removal of the unprotectable functional features from the
protected design in an effort to define the features of the copyright-protected
useful article that remain for infringement analysis. At first glance, this seems
like a reasonable approach. However, based on extensive experience as an
expert in copyright infringement and executing filtration and abstraction
analyses a number of times, it is immediately clear that filtration and
abstraction as a concept for dealing with functional features in the design
patent context is simply not workable. Below are three reasons why:

1) The legal framework for obtaining a copyright is fundamentally
different from the legal framework for obtaining a design patent. The U.S.
Copyright Office does undertake an examination of a copyright application
and that examination process includes “whether the work constitutes
copyrightable subject matter.”
functional elements executed by the Copyright Office during the copyright
application process is much less detailed than that executed by the U.S. Patent
and Trademark Office (USPTO) during the design patent application process.
Accordingly, copyright litigation cases often require a strict functionality test,
including filtration and abstraction, simply because the Copyright Office has
not yet dealt with this question in a rigorous way prior to the onset of litigation.

> However, any analysis of unprotectable

Therefore, the filtration and abstraction rubric is an essential aspect of
copyright jurisprudence and copyright infringement analysis. On the other
hand, the design patent legal framework, for the most part, allows for some
advanced identification of functional features by the patent examiner during
the patent application process. Thus, there is usually no need to conduct a
second analysis during design patent litigation that focuses on filtration and
abstraction based on what the defendant may proffer as features dictated
purely by function. However, it is also true that during the examination
process, the USPTO may fail to identify aspects of a design patent application
that can later be seen by the court as dictated by function and, therefore, are
not protectable under current design patent law. In litigation where the
defendant can make a convincing case for the presence of such features, the
court can rule accordingly. However, such instances are rare and certainly do
not require adoption of the filtration and abstraction as a required legal
procedure in all design patent litigation matters before the court.

2) There is no clearly defined methodology for conducting a filtration and
abstraction analysis. When actually applied at trial, filtration and abstraction
are simply a give-and-take between the litigating parties and their experts,

63. See U.S. COPYRIGHT OFF., COMPENDIUM CHAPTER G600—EXAMINATION
PRACTICES 3 (2017), https:/ /www.copytight.gov/comp3/chap600/chap600-draft.pdf.
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focusing on the dismembering of the product in ways that often make little
sense and lack underlying science-based decision-making. In the end, judges
often slice up the useful article equitably, hoping to appease each party. Such
a process is rarely an informed science-based analysis but, instead, is generally
a subjective balancing act based on what may appear as logically correct based
on the arguments of the litigating parties. Critically, judges in these cases rarely
proceed based on information derived from science-based research focused
on what is or is not actually purely functional. It is understandable that such
an approach leads to an increasing level of inconsistency across copyright cases
for useful articles. Furthermore, requiring filtration and abstraction
dramatically drives up the cost of litigation by expanding the length of cases,
increasing the complexity of decisions made by the court, increasing the
number of briefs and filings, increasing the number of experts, and opening
up the courts for more appeals and reversals. Often the results are near total
chaos, leaving the finder of fact to consider whether or not the protected and
accused works are substantially similar or not based on examination of a
dismembered and fragmented jumble of component parts. Adoption of
filtration and abstraction in design patent litigation would only add jumble to
the muddle.

3) Adopting filtration and abstraction would further complicate damages
calculation, especially after the SCOTUS decision in Samsung v. Apple, which
allows for damages to be determined on less than total profits based on the
definition of the article of manufacture.”* The high court in Samsung v. Apple
allowed for scaled damages® but failed entirely to proffer how to execute the
required analysis, leaving the problem to the lower courts. Adding filtration
and abstraction to this already degraded design IP framework will do nothing
to solve the muddle and will in fact further degrade the design patent system.
Whereas the SCOTUS decision was death by dismemberment, filtration and
abstraction is death by a thousand cuts.

There is virtually nothing in the current body of design patent case law and
certainly nothing in neuroaesthetics research that supports filtration and
abstraction of ornamental features which have underlying functional
attributes. These practices run contrary to modern neuroscience related to the
perception of the shape and ornamental design of useful articles. Again, a
useful analogy is the human face: one cannot simply filter and abstract facial
features without altering the visual processing and subsequent identification,
recognition, and meaning of the face being manipulated. The point is that the
ornamental features of the human face, in much the same way as ornamental

64. Samsung Elecs. Co. v. Apple Inc., 137 S. Ct. 429, 434-36 (2016).
65. Id.
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features of a product, have underlying functions such as hearing, smell, vision,
or speech, that are not actually described in functional terms by a given
individual’s unique ear, nose, mouth, or eye ornamental visual shapes.
Abstraction of any ornamental features from a patented product should never
be undertaken as a means of ensuring that ornamental design is not protecting
functional features better protected by utility regimes.

XVI. LOOKING BACK AND NOT AHEAD

In the end, the opinions expressed by our academic colleagues are not
based on a single case or legal outcome that supports their views. Similar
unsupported opinion-proffering occurred when Samsung pushed through the
Samsung v. Apple article of manufacture SCOTUS decision based on the now
famous car and cup holder example, likely inspired by the thinking in
Professor Mark Lemley’s Brief Amici Curiae of 27 Law Professors in Support of
Appellant Samsung. " 'The attacks on design patent protections from our
academic colleagues are becoming more frequent and expansive, as well as less
supported by legal decisions or empirical research.

XVII. CONCLUSION

The U.S. Constitution, Article 1 Section 8, Clause 8 states, “[The Congress
shall have Power] To promote the Progress of Science and useful Arts, by
securing for limited Times to Authors and Inventors the exclusive Right to
their respective Writings and Discoveries.”® It is clear from this Clause that
protection of discoveries was a core tenet embraced by the Framers of the
Constitution. Notably this Clause is surprisingly general in nature, leaving the
exact implementation to Congress. However, make no mistake: protection of
discoveries was a front-and-center concern in the drafting of the Constitution.
For example, in personal correspondences between Thomas Jefferson and
James Madison, the two discussed how the protection of discoveries might
lead to “monopoly power” on the part of those who would seek extraordinary
or unintended use of the U.S. IP system.” This remains a valid concern today
in other IP frameworks but has not been objectively proven to be present in
design patent litigation matters.

66. Ami Shin & Dara Brown, Samsung Electronics Co. v. Apple, LEGAL INFO. INST. (last
visited Apt. 4, 2021), https:/ /www.law.cotnell.edu/supct/cert/15-777.

67. Brief Amici Curiae of 27 Law Professors In Support of Appellant Samsung at 7—15,
Samsung Elecs. Co. v. Apple Inc., 809 F.3d 633 (Fed. Cir. 2015) (No. 2014-1335, 1368).

68. U.S. CONST. art. I, § 8.

69. Stephen G. Calabresi & Larissa Leibowitz, Monagpolies and the Constitution: A History of
Crony Capitalism, 36 Harv. J.L. & Pub. Pol’y 983, 1010-11 (2013).
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There are virtually no actual examples in design patent case law of
“monopoly power” derived from the ornamental design of an article of
manufacture. Our academic colleagues’ constant use of the iPhone “rounded
rectangle” as such an example is without scientific support or legal precedent.
Modern shape perception science shows exactly what Samsung could have
done to alter the design of the infringing phones, but failed to do. Apple does
not claim all rounded rectangles, but most specifically the rounded rectangle
that is associated with the iPhone. It is high time our academic colleagues
stopped proffering hypothetical instances of such events and instead focus on
science-based legal scholarship leading to properly validated methods for
addressing the “monopoly power” question.

Neither the Framers of the Constitution, nor Congress declared that the
methods and formal legal tests for design patent infringement must remain
mired in outdated 18th-century legal academic thinking and ignore advances
in modern decision-making and analytical neuroscience research. In fact,
leveraging such scientific advances would greatly improve the design patent
protection system’s ability to ensure that monopoly power is not given to those
who seek it. The future of design patent theory and practice will utilize science-
based analytical methods to rebut attempts at monopoly power, as well as
validate and strengthen the rights of those who seek to obtain valid protection
for their often significant investments in ornamental design innovations. This
view does not rest solely on the opinion of the authors, but on the increasing
importance of ornamental design as a primary and protectable discovery and
business asset. As Thomas J. Watson said in 1973, “good design is good
business.”” Today we now know, based on valid research, that companies
employing design as a strategic advantage outperform their peer group on a
market asset value basis of 228%.""

Despite the extensive and sometimes overwrought prognostications of our
academic colleagues, the outcome of Samsung v. Apple was not an aberration
or example of monopoly power, but a foreshadowing of what is to come. It is
even more true today that good design is good business and protecting good
design is a business imperative. The authors predict that design patents will
soon rise dramatically in both importance and value as the underpinnings of
modern neuroaesthetics reveals how ornamental design drives much of human
behavior in an increasingly complex and competitive global marketplace.

70. Anne Quito, Why Are We Still Arguing for the Business Value Of Design?, QUARTZ (Oct.
23, 2018), https://qz.com/1431875/revisiting-ibms-good-design-is-good-business-slogan/.

71. Jeneanne Rae, What Is the Real Value of Design?, DML 33 (2013), https://
cdn.ymaws.com/sites/ www.dmi.org/tesource/resmgr/pdf_files/TheRealValueOf
Design.pdf.



2021] THE FUTURE OF DESIGN PATENT PROTECTIONS 303

Ornamental design is not a feature of a product, but is the product in the eyes
and mind of the consumer.

Our academic colleagues have the right to ponder and draft on the
question of monopoly power in the design patent system. However, their
reliance on outdated legal tests and case law may simply be a problem
attributable to a lack of awareness of the newly developing fields of
neuroaesthetics and science-based empirical methods finding their place in
many aspects of the law and, more recently, landing in the intellectual property
domain of design patents and copyright. In this context, the authors welcome
a collaboration with our academic colleagues and feel that empirical methods
will benefit all players in the increasingly complex design patent litigation
space. In the opinion of the authors, there is a lack of empirical and science-
based academic scholarship on the part of the current legal academic
community. Much of the current academic publications on design patents is
overcited and under-researched, leading to literature that is of minimal use to
legal professionals who would likely rely, in-part, on well-researched and
validated empirical legal scholarship.

We agree with our academic colleagues that design patent litigation lacks
decisional consistency and is in a state of rapid change. However, we disagree
as to the source of the problems, and most importantly, we disagree entirely
on the appropriate solutions. At the heart of the disagreement are differences
in expertise, perspective, and vision. Our academic colleagues would have us
look backward to conceptual frameworks that were never successful to begin
with. We propose looking forward and adopting changes to design patent law
based on modern neuroscience and empirical research.

We challenge our academic colleagues to abandon their quasi-strict
constitutionalism and adopt scholarship informed by empirical process,
modern neuroscience and neuroaesthetics. Robust empirical methods can
address the issue of “monopoly power” and, at the same time, ensure those
who have obtained valid design patent rights can protect them with
confidence. In this context, we firmly believe that science will lift all boats. A
move to science-based design patent legal frameworks will benefit both the
plaintiff and the defendant in important and measurable ways.

As technology moves into the age of quantum computing, our academic
colleagues call for reversion to the age of vacuum tubes. This is not going to
happen. Science will remake design patent protections and other IP regimes as
well. It is not a matter of if, but when.
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